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Ms. Donna Kochnke, Sceretary e s
11.8. Interpational Trade Commission ind T
500 E Street, N.W. o OXR
Washinpton, [.C, 26436

Re: Complaint in Certain Spival Griffed Products Including Ducted

Fans And Components Thereof, USTTC Iay. No, 337-TA---
Pear Ms. Koghnlee:

We are aking this subemszion on behalf of The Halmes Group, Inc. {"tlohues"), the
corapany that will formally oppose the above-referenced section 337 complaint. The

complainant identified Holmes Products Corp., Helmes Products {Far Bast) Lid. {Taiwan}, and
Holmes Produwety (Far East) Lid, (Clina), as the proposed respondents in the conplaing.

On December 8. 1999, ITolmes filed a complaint in the United States District Court for
the Digtriet of Kangas ("the Kansas complaint™). A copy of the Kansas complaint is enclosed.

The Kansas complaint asks the Court to enjoin Vomado Alr Cireulation Systeins, Inc.
{"Vornado"y from atlempring to celitigats in the 113, International Trade Commission a final
judgment which was rendered by the 1.8, Court of Appeals for the Tenth Civcuit and the U8,
District Cowrt for the District of Kansas. The jedgment in question hedd, after trial and appeal,
that the "spiral” grill confipnmation of Yornade fan produets "cannot be profected as trade dress.”

Vornedo Alr Cireulation Systems, e, v. Duracraft Corp, 58 F3d 1498, 1510 (10" Cie, 1095)
{"Vornado ', cert, denied, 316 U.S. 1067 (1996),
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Despite that final judgment, Vornado has recenily Tiled a complaint under Seetion 357
with the Commission accusing Iolmes of infringiag the exact same nop-cxigtent "trade dress”
which was the subjeet of the inal judpment in Voreado I As set forth in the enclosed Kansas
cosplaint, Vornado is collaterally estopped from attemnpting to nse the Cormmission 0 attack
coltaterally the Tenth Cirguit’s judginent in Fornado f.

IT yvou have any questions, please do not hegitate o contaet me. Thaok vou for your
attention fo this malter,

REespectiilly submitied,

Marcia H. Sundeen

Enclosurs

MY - L0251GT



IN THE UNITED STATES DISTRICT COURT
2. o~ n sap t
GER 6 g ub :15 5‘3

|

FOR THE DISTRICT OF KANSAS

THE HOLMES GROUP, ING., R it
Plaintiff,
VS, Civil Action Nﬂ;__? ; 5;"' f(_/.-‘ fé.fk}z_ . J
VORNADO AIR CIRCULATION
SYSTEMS, INC,,
Defendant.
COMPLAINT

Plaintiff The Holmes Group, Inc., by its attorneys, for its Complaint in this

action alleges:

Partles And Jurisdiction
1. Plaintiff, The Molmes Group, Inc. {“Holmes"), is a corporation orpanized
and existing under the laws of the Commonwealih of Massachusetis, and has its
principal place of business at 233 Foriune Boulevard, Milford, Maésa-:husetts O1757-
1740,
2 On information and belief, defendant Vornado Air Circulation Systems,

ine. {“Vornado”) is a corporation organized and existing under the laws of the Stalc



of Kansas, and has its principal place of business at 415 E. 13th Street, Andover,
Kansas 67002,

3. Tids action arises vnder the Trademark Act of 1946, 15 1.5.C. §5 1051 &
ieg., the Declaratory Judgment Act, 28 U.5.C. §5 2201-032, the AlLWrits Act, 28 TL.5.C.
§ 1651, the Massachusetts Consumer Protection Act, Mass. GEL. L. Ch, 93A 85 1 ¢f
seg., and the common law.

4,  This Court has subject matter jurisdiction to hear this action under 13
UL5.C. § 1121, 28 U.5.C. §§ 1331 and 1332{a}, and the principles of supplemental
jurisdiction codified in 28 U.8.C. § 1367. The parties are of diverse citizenship and
the amount in controversy exceeds the sam or value of $75,000.00, exclusive of ’
interest and costs.

5, Venue is properly laid in this districe pursueant to 28 U.5.C. §§ 1391(b}). in
that Vornado resides in this diserict.

6. The Cowurt has perscnal jurisdiction over Vornade, in that Vornado's

principal place of business is located in this district.

First Canse of Action
7. Holmes is a leading manufacturer of branded consumer household
produces. Holmes manufactures and sells a wide variety of household fan and heater
products in U.5, interstate commerce, induding the HOLMES® Model TAQE-30

BIIZZARD " Oscillating Power Table Fan; the HOLMES® Model HFH 298 POWER



'ACCUTEME" Bedroom Heater; and the HOLMES™ Model HFH-299 Power Heater.
Phntngfaphs of these three HOLMES® product models (collectively, the "Holmes
Products”) are annexed hereto as Exhibit 1, Hobmes has design patents pending on
each of the Holmes Praducts.

8. The Holmes Products incorporate axial flow fans and outler grill structures
whose vanes are curved or “arcuate” in configuration. The arcuate vane rechmology
incorporated in the Holmes Products was developed mote than 85 years ago and
disclosed in expired U.S. Patent No. 1,062,258 issued May 20, 1913, to G.A. Schiotter,

Figure I of which is reprinted below:

8 Axial floww fans have a well-known tendency to waste energy by causing
air to move, not just axially in the desired direction, but also tangentlally ﬁr
perpendicidar to the axis of rotation. Designers of axial flow fans have thus long
used ducts and fixed vane struciures to capture energy in air moving away from an
.axial flow fan's axis and to convert that energy into usefut axial air flow.

10. It has long been known that curved or “arcuate” stator vanes add energy

to the low velocity core of a jet produced by an axial flow propeller and theveby



provide a more compact jet with higher axial velocity and lower rotation than
conventional straight vamtes. This techniology was applied to a househeld fan guard
by not Later than 1936, as shown in expired U.S. Patent No. 2,100,994 to J.H. Cohen,

depicted below:

11. In the United States today, Teverse curving stator vanes ate widely and
commonly used in household fan and heater preducts incorporating axial flow fans.
This type of fan gril) structure, sometimes referred 1o as a “spiral” grill design, is
geperic in the U.S. fan and heater business and is in cormmon use by Holmes and
mmmerous other 1.8, household fan and heater makers including Honeywell, Laska,
Windmere, Vornado, and others, Photographs of third-party tan and heater prodcts
ipcorporating arcuate vane structures are annexed hereto as Bxhibit 2.

12, Thereverse curving stator vanes incorporated in the Holmes Products affect
the performance and air flow of the Holmes Preducts or are perceived to do so. The

Holmes Products incorporate arcuate stator vanes because such vanes have intrinsic
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techmical mertit, are believed or perceived to provide air flow performance benefits,
anud provide g visually pleasing appearance. The Holmes Praducts are matketed by
Holmes under Holmes registered trademarks and in distinctive packaging which
clearly and conspicuously identifies Holmes as the source thereof.

13, Defendant Vomado Is a competitor of Holemes in the U5, fan and heater
buginess. In corrmmon with Holmes and other U5, manufacturers, Vomado seils
household fan and heater products, some {].f which Incorporaie arcuate vane
structures exemplified by the axial flow fan depicted in Bxbibir 3 to this complaint.
Vornado advertising and packaging have long claimed that the “AirTensity Grill”
depicted in Exhibit 3 “focuses air into a tight beam.” ]

14, Berweer 1992 and 1994, Vornado was the plaintiff in an action entitled
Vorsade Air Circulation Systerns, Ine. v, Duracraft Corp., Civil Action No. 92-1 S43~WEE
(0.5.D.C. Kan., filed Nov, 6, 1992) {“Vornade I}, which was tried before Senior Judge
wesley E. Brown, In Vornade I, Vornado asserted that the cenliguration of the outlet
grill siructure depicted in Bxhibit 3 assertedly constituted “non-functional” “trade
dress” subject to regulation under Section 43(a) of the Trademark Act of 1946, 15
1.8.C. § 1125(a) ¢ seq., commonly knowm as the Lanham Act, notwithstanding that
the exact same structire was in the public domain wnder expired patcnts and under
claim Hmitations in existing patents held by Vornado. A copy of Vornado's complaint

in Varrgde T is annexed hereto as Exhibit 4.



15. CmJuly 5, 1999, in a precedential, published decision reported at 58 F.3d4
1498 [copy annexed herete as BExhibit 5, the United States Couri of Appeals for the
Tenth Chrcuit rejected Vornado's daim that the curved or “spiral” vane structure
depicted in Exhibit 3 constituted “trade dress” eligible for protection under the

Lantham Act, The Tenth Circuit held in Vornado T (58 F.3d at 1510}

vornado inchaded the areuate erill vane strugcture as an glemernt
of its patent claims and described the configuration as providing
**an optiurn air flow.” Then, after the first patent issued and
vormmado subsequenily found evidence that other grill structures
worked as well as or better than the spiral grill, Vernado did not
repudiate or disclaim in any way the grill element of its patent,
Instead, Yormado sought and received a relssued patent that
expanded its claims with respect to the grill.

Even if we discount entirely Vornado's extensive advertising
campaign emphasizing the importance of the “AirTensity Grill,”
this patent history on its face cbviates any need for a remand on
the question of inventive significance. We simply take Vornado
at its word. Because the “Patented AinTensity Grill” is a
significant inventive element of Vornado’s patented fams, it
cannot be protected as rade dress,

16, On January 8, 1996, the Supreme Court of the United States denied a
petition by Vornado for review of the Tenth Circuit's Vornade I decision, This Court
subsequently entered final judgment dismissing with prejudice, on the merits, the
trade dress” claim which Vornado had asserted in Vormado I, and awarded costs
against Yornadao,

17. Commencing at a time unknown to Holmes, but no later than November
24, 1999, representatives of Yornado made ex parte contact with the 10.5. International

Trade Commission {“the ITC”) located in Washington, D.C. Upon information and

&
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Pelief, Vornado supplied false and misleading informaticon to the 1’1:{: for the purpose
of attempting 1o induce the ITC to investigate Holmes for alleped “trade dress”
infringement and attempting, by such inducement, to cause interference with and
injury to Holmes's business by unifair énrj deceptive means as set forth more fully
below,

18. Upon information and belief, Vornado falsely represented to the ITC that
the arcuate or “spiral” vane structure depicted in Exhibir 3 to this Complaint was
snon-functional” “trade dress” and that the primary significance of the design of
that structure to purchasers of household fans and heaters was as a brand identifier
rather as a grill type. Upon infcrrmati;:m ang belicf, Vornado made these’
misrepresentations in bad faith, with knowledge of their falsity, or with reckless
disregard of their truth or falsity. Upon information and beliel, vornado deliberately
concealed [rom the ITC the generic nature and widespread use in U.S, commerce of
“spiral” gutlet grill vane strctures by rival manacturers as llustrated in Exhibit
2 to this Complaint.

19, Onorabout November 24, 1999, Vornado lodged a written complaint with
the ITC which falsely alleged that the arcuate vane structures depicted in Exkibit 1
to this Complaint are “non-funcrional” and “distinctive” of Vornada and subject w
exclusion from U.§. commerce under the Lanham Act, notwithstanding that the so-
called “trade dress” cited in Vornado's ITC complaint is the exact same product

configuration which the Tenth Circtit held in Vornado I ¥ cannot be protected as trade



dress” and is and for rmany years has been in comymen and general use by 1.5, fan
and heater makers. Vornado's complaint to the ITC failed to disclose the existence
of extensive third-party use of the so-called “trade dress” exemplified by the products
depicted in Exhibit 2 hereto, A copy of Vornado's complaint lodged with the ITC s
annexed hereto as Exhibit 6. |

20, Ry its complaint filed with the ITC {and not served on Holmes as yet),
vornado seeks to make a collateral attack on the final judgment of this Court in
Varnado I and o relitigate the issue of whether the arcuate or “spiral” vane structure
depicted in Exhibit 3 qualifies for protection as “trade dress” under the Lanharm Aci.
Vornado’s purpose to attack c.ﬂlfaterally the judgment of this Court in Verngdo I i5°
admitted on the far;e of Vorrado's ITC complaint, wherein Vomado asserts that a
1090 decision of the United States Court of Appeals for the Federal Circuit {which
hears appeals from ITC proceedings ) supposedly “trumps the Tenth Circuit in Vorsado
Air Cirgulation v. Duracraft Corp., 58 £.3d 1498 (10th Cir. 1995)" (see Bxhibit 6 hereto
at T383).

21. As atesult Di; the final judgment entered by this Court in Vornade I {ﬁn
action commenced by Vornado), Vornado is collaterally gstopped [rom relitigating the
issue of whether the configuration of the “spiral grill design” incorporated in
vornado fan and heater products constitutes “trade dress” eligible for protection
under the Lanham Act. Thatidentical issue was actually, necessarily, and specifically

ltigated in Vornade F and was finally resolved against Vornado in that case. The



e e e R e R . R B

judgment of this Court in Vpraade I tepresents a significant investment of the
resources of this Court and those of the United States Court of Appeals for the Tenth
Circuit. The judgment in Vorngde I represents an official act of the Judicial Branch
of the U1.S. Governmment in which the public, including Flolmes and other cormpetitors
of Vormade, has a direct and important interest.

22. The judgment of this Court in Vornadp I established that Holmes and the
other companies whose products are depicted in Exhibit 2 have a federal tight to
make, use, and sell products incorporaiing the arcuate ot “spiral” vaned $iructures
depicted in Exhibits 1 and 2 to this complaint. Vornado's attempt 1o atrack
collaterally thejudgrﬁcnt of this Court in Vornade I and to procure judge-made “trade
dress” rights in the exact same product configtration which the Tenth Circuit held
“cannot be protected as trade dress” in Vorsade I, thieatens to cause irreparabie barm
not just to Heimes, but o all U.S. fan and heater manufaciurers and the consuming
prblic,

23. Holmes's sale of fhe Holimes Products dees not infringe any valid o1
enforcenble “trade dress” claimed by Vornado. Vornado's charge of “trade dress”
infringement by Holmes is meritless as a matter of applicable Tenth Circuit law and
furthermore is barred by the final judgment rendered by this Court in Voraado L

24. Holmes has a reasonable apprebension of suit by Vornado for alleged
“trade dress” infringement. A case of actiral controver sy cxists between Helmes arud

Vornado over whether Holmes's sales of the Holmes Products infringes any valid or



enforceable “rrade dress” clahned by Vornado., Holmes is entitled to a declararory
judgment, pursuant to 28 U.5.C. §§ 2201-02, hoiding that Holmes's sale of the
Holmes Products does not infringe any valid or enforceable “trade dress” dajimed by
vornado under 15 WL5.C. §8 1051 ef say.

25. By itsex parte contacts and complaint Aled in the ITC, Vomado is secking
tx attack collacerally the judgment of this Court and to re-litigate issues which were
[inally decided in Vornade I and in whose resolution Holmes has a divect, real, and
immediate intere_st. Under the All Writs Act, 28 U.5.C. § 1651{a), this Court has
authority to enjoin Vornado from seeking to relitigate issues which were fully and
finally decided by this Court in Vorsado L. "

26. Holmes is enthled to pretiminary and permanent injunctions under 28
U.5.C. § 1651{a} in order o preserve this Cowrt’s abihty to render a meaningful
judgment in this case and in order to preserve the judgment of this Court in Vornade I

against collateral attack.

10



el e el ] Tl I RO TRRLYTLETE T R S s e e s 5 2eE e 5 RE s e as Jm e s mAEEE AR EE R

Second Cause of Action,

27, Paragraphs I-26, above, are realleged and incorporated by reference as if
set forth in full.

28, Holmes and Vornado are both engaged mn trade or commerce in
Massachusetts, Holmes and Vornado are competitors in the sale of household fan
and heater products scld in Massachusetis. Holmes is doiniciled and headgquariered
in Massachuscits. Holmes has existing and advantageous relations with retail
distributors of fan and heater products located In Massachusetts. At all relevant
times, Vornado was aware of Holmes's existing and advantageous economicrelations
with Massachusetts retailers of household fan and heater products.

29, Vornado has engaged in unfair methods of competition and has utilized
unfair or deceptive acts in unfair competition with Holmes and with interit 1o cause
injury te Holmes and its business in Magsachusetts, Vornado's unfair methods of
competition and unfair or deceptive acts have included (a) supplying false and
misleading information to fhe ITC in ex parte comtacts, with intent to injure and
restrain Holmes's business in Massachusetts; (b) filing {but not serving on Helmes)
a complaint with ﬂlg ITC containing false and defamatory allegations of alleged
=trade dress” infringement by Holmes for the mupose of misleading the ITC and
causing injury to Holmes's business in Massachusetts and discouraging
Massachusetts retailers from dealing with Holmes; {c} providing a press release to

one or more housewares industry trade publications which falsely accuses Holmes

11



of “an infringement on , . . its [defendant’s] trade dress covering the company’s fan
products” and which falsely asseris that Helmes “misappropriated the design of the
renowned spiral grill,” wich malicious intent to interfere with and undermine
axisting and prospective customer relatienships berween Holmes and retailers and
others located in Massachusetts; and {d} concealing and timing the above-described
actions in such a way as to attempt to cause maximum damage to Holmes'
Massachusetts business at a time immediately preceding a major housewares
industry trade show scheduled to open January 16, 2000,

50. The conduct of Vormado alleged above was undertaken by Vormade in bad
faith, with intent to misiead the ITC, and with intent to gain an unfai and -
unwarranted cornpetitive advantage over Holmes by unfair means, The “rrade dress”
infringement proceedings Vornado has sought to induce the ITC to mstitute are a
sham designed to conceal what amounts 1o an attempt to SeCure post-judgment
appeilate re-review of the Tenth Circuit’s and this Court’s final judgment in Vorrado I

31. Vornadohas madeliterally false staternents in comrercial advertising and
promotion intended to confuse and mislead Massachuseuts retailers and others as 1o
Holmey's right and ability to sell the Holmes Products in Massachusetts. Vornado
has made false representations or desctiptions of fact in commercial promotion,
including communications or press releases, which Vornado knew or should have
known were Talse or misleading or have the tendency or capacity to decelve

Massachusetts buyers or prospeciive Massachusetts buyers it a material respect.

14



32. Holmes has suffered or may suffer loss of money or properiy by reason of
the conduct of Vornado alleged above.

33. The conduct of Yornado is and has been immoral, unethical, eppressive,
orunscrupuious; falls within commen law, statutory, or sther concepts of unfairness;
has caused substantial injury to Hobmes in competition; has been oppressive o
atherwise unconscionable: and reaches a level of rascality rendering it actionable
under Magsachiserts law,

34. Vornadois liable to Holmes for violation of Mass. Gen. L. ¢h, 93A, §§ 2 and

11.

Third Cause of Action

35. Paragraphs 1-34, above, are reafleged and incorporated by reference as if
set forth in full,

36, vornade has made use in U.5. commerce of false or misleading
representations and descriptions of fact which misrepresent the nature,
characteristics, or qualities of the Holmes Products and Vornado products. Some In:}f
these false or misleading representations and descriptions of fact have beenmade in
commercial advertising disseminated in Massachusgetts or expected and intended o
be seen and acted on by existing and pmﬁpectiﬁ purchasers of the Holmes Products

in Massachusetrs.

13



37, Vornado's Talse or misleading representations and descriptions of fact,
including Yornade's false claim that the Holmes Products infringe “trade dress”
rights which the Tenth Circuit has previously adjudicated invalid, are likely to cause
confusion, to cause mistake, or to deceive an appreciable mumber of persons in
Massachusetts and clsewhere. Yornado's false representations and descriptions of
fact were and are material to the purchasing decisions of existing and prospective
customers for the Holimes Products, and were made by Vernado maliciously, in bad
faith, without privilege, and with specific intent to injure Holmes in Massachusetts
and to imterfere with, distupt, or undermine existing and prospective economic
relations between Holmes and retailer purchasers of the Holmes Products. "

3%, Vornado's conduct has caused and threatens to causce Holmes {rreparable
injury to its business and reputation for which Holmes has no adequate remedy at
law. Vornado's charge of “rrade dress” infringement is objectively baseless and has
placed & cloud over inventories of the Holmes Products held by Hedrnes of Customers
of Holmes,

39, Vornado is lable to Holmes for violation of Section 43(a) of the Lanham

Act, 15 U.8.C. § 1125(a).

14
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Fourth Cause of Action
40, Paragraphs 1-35, above, are re-afleged and incorporated by reference as if

set forth in full.

41. Vornado is liable to Holmes for interference with prospective economic

advamiage under comman law.

Fifth Cause of Action

47, Paragraphs 1-41, above, are re-aileged and incorporated by reference as i

s¢t forih in fall.

43. Defendant is llable 1o Heolmes for defamation under comrnon law.

Sixth Cause of Action

44. Paragraphs 1-43, above, are re-alleged and incorporated by reference asif

set forth in full.

45 Vomado is liable to Holmes for unfair comperition under commaon layw.

ceventh Cause of Action

46. Paragraphs 1-45, above, are re-alleged and incorporated by reference as if

set forth in full.

4%. VornadoisHable to Holmes for disparagement or injﬁﬂnus Talsehood under

comimnon law,

15



48,

Demand for Jury Trial

Haolmies hereby demands that all issues hersin be tried to a jury.

wherefore Holmes prays thar the Court:

Declare, adjudge, and decree that Holmes’s sale of the Holmes Products
does not infringe any valid or enforceable “rrade dress” claimed by
Yornado;

Enter preliminary and permanent injunctiens against Vornado's assertion
of invalid “trade dress” claims against Holmes in any forurmy;

Enter preliminary and permanent injunctions against Vernado's
threatened violations of 15 U.5.C. § 1125(a} involving false accusations of
“trade dress” infringerment;

Hnter preliminary and permanent injunctions against Vomado's
threatened acts of tortions interference, injurious falsehood, and staturory
and cummﬂn_law and unfair competition involving false accusations of
“trade dress” infringement; |

Bnter judgment awarding Holmes cornpensatory damages as provided by
[aw;

Enter judgment awarding Holmes double or treble damages as provided by
lawy:

Enter judgment awarding Holmes punitive damages as provided by law;

16



H. Enterjudgmentawarding Holmes its costs, dsbarsements, and actorneys'

fees incurred in bringing this action;

i. Enter judgment awarding Holmes such other and further rehief as the
Court reay deem just and proper.

Dated December &, 1999

Jay E. Fowler #10727
Timothy B. Mustaine #10758
Jim H. Goering #11806
FOULSTON & SIEFIKIN, L.1F.
700 Bank of Amernca Center
wichita, Kansas 67202

{316) 267-6371

Aftarstevs for Blairiiff
The Holmes Groug, Inc,

By oy
Jay £ &gler #10727

Of Covnsel: James W. Dabney
Caroel W, Wilhelm
PENMNIE & EDMONDS, L.L.F.
1155 Avenue of the Americas
New York, New York, 10036
{212) 790-9090

17
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57 ABSTRACT

A ducted i inchuding ¢ fonnslsheped dact pesitinoed
uprtredn af the oopells wod sonascied ™ 8 hase, an
onter cowding coorentrically positiooed doamstream
and artzohed to sufd dust throogh o sedes of dbs, a0
inmer cowling positloned insde the mter cowling and
prreanding the impealier and 3 cireplar grill astached to
the discharge £nd af theinrer cooading, The geall inclod-
ing 4 cooter hob and 2 semics of arcupteahap=d oo
extendding pubtusrdly from the kub and kacing 3 con-

. stant cersture of Eest diameter thar the autede mding

of £ gtill whertby the woimioey Jatead spasing be-
papann the plbe it at 2 radius nbeaed from the autdde
radive of the geill
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1 2
DESCRIPTION OF THE PREFEXEED
DUCIER FAN EMBEODIMENT

55 itew eaclvgad In Besvy bew Iut; sgpentsy in the The drowings illusteare 2 dusted bluietype (@
I:II'IG-‘:-;I ﬂzm bt Im; pl.l':ﬂf'lﬂ:li: Emﬂ“. sclfies 3 witdchia generally veferred oo by fefémenes mmneral 10.
tle. antter primied iz jiafley lodleatey the add|Bons mage The fan 18 is mounied on & wbiler suppert Iog 12, The

by o leg 17 includes a carved floor-engagiop portion 14 and
¥ i & thort horizontal mewetirg pardon 16 te whish the fan
SACKSROUND OF THE TNVENTION besc 32 ix rotntably avecied. Suppartleg 1 is fabziont=d

10 from steed tubing and Bert to it pactieulas shape by

" ' & present Ervention is an improved deslgn of e comemonly-knows tobebending 1echalques. Sumnont
duc-d fan mct forth o ULB Pab Moa ZHS660,  3uo1alen fupctions aa condiit for the electrical wires
2,134,500 wnd 2,554,501, 18 from maotar 20 widch enter [eg 1200 ilx npperecd, ax
The gener] sonrept of providing ducted fans with & geen tn FIG. 9, wid oxft the lng 2ot W lowet dnd 23, -
mulipliclty of sonrenttietly spneed come-shaped ducts 15 Fanmetor 2 carricsan impeller blude 24 ¢ [l drive
in their intskes t0 fnerowse the xic outpet afthe Tn ke chaft which incledes three blrdes 25, 2% and 3. Fan
bwter, wall ¥nawn for many decedes 1s iypificd in U5, molor 23 s concontrically balted 10 base mamber 32 by
Fr, Nox, 1201422 and 2,236,507, Having mducted fun four bolis 34 Base mieciber 32 3 & plastic ibjecioo
with guldple cones co-azinly spaced I icfescaping molded part farmed at the some Hme with duct €1 and
relutlom mot aply pravides an increased cutput ata given A0 O0leT cowling &8, Iatex deseribed in detadl, Formed oo
power use but K150 FEnclions 1sa aafety geill fo conjune.  DAse 33 arva acries of Drotor-mounting pads 35 Mﬁlf-‘hi_

Fion with the canmesting ©he The outer cowling alsa 08 the Suppart log 12 tao the fan hase 52 4i= 4 pult &
i flmetios A% & Bugper housing 0 deflect nd shsory  WRaped stoops 38 subich urge. 1“.?%‘”1“" 16 'E“T; an
eneepy when thie fin FillE o7 Smpacts & natiomsry objece, | Arooateshaped sddle dhamalded in Buee member 32, 3

Al of the ebove-mentionrd patents Hlustrate fung 23 st seen I FIG, 3. ) .

: wnd %, 1y 2 ool apring 41 haviog sreight and 2aciiong &
prill openings on the Ircot knd Fack of the fans. Cirrent . .
DEITA, sequitements require congumer fane to howe 0 46 Hnd seckon 4 is unlasd froen movement

K . . around the auppart lep by o smel ot Db 48 which
gills with & maximum (terad epeniog, of aneBall nch. g, cporaeided 1o iube 18 The amount of rotting friction
It is theeefars the principal _l:lhjn:t af the Prestnl - iy tube 16, sadiic 40, end the straps 38 ouy be
wention (o pl'ﬂ"-’ld:‘l new ond fmproved Sont grill md dotermined by iiphieding aute 3 on belts Mo Coil
disct structiure whick fnerezses tho fan's capachy nd  caping 42 when instatled, Tas 1 pralosd Fares asting on
n:t't:l-:tr.n:y whills decreasing its sound over I Prer 2 ey 26, an best seen 1o FI6, & whizh upgs= the motar
gritls or o geills st alk, o 3 in a clockwie dirsction. This preimed from $prng £2
Antther ohject of tee preseat invention (610 provide Wil affey the weight-created moment fom the G ssd
& mety wnd impraved ducted fen wherely the foent goll o ducts etiempting to motate the fan 15 0 & eounfes
and theinner tawling sre integrol whd e eanily remny-  gloskwize direselom, pa seen in FIG, 1 Also pesitioned
- whbe by deflectmp Fout separte tabs positoned arotnd oo bolia 34 are a pair of rubber mootnts 52 which heve
the periphery of the antr eewling. - +1 the endt of monting timps 3% randudched therehe-
Another oojeet of tee invention = to provide e oew twiem,
and irmproved single leg supngnt for the fan which &+ Paae neemnber 12 inaludes 3 peripheral Hdge 54 which
heias the Fae oo pdvetally tues on the suppost whila o Zuppares s cover plele 5, The einver plate has koastch-
preloeded spring comorerects the offect weiphe of the g feiefilon groove S atocand i imads diemiels
fxn nnd retsing 31 {n place. The suppart leg gfeo i o 45 which diow:s It to be mapped 10 the Dase member 32.
randuit for (he wires which supply the motor Cover plate 56 ks o elrculate opeaing 60 thrrein, ax
Further pdvanuges and features of the Invenibon are ""““ in FIG. &, peruining the support jeg 12 1o pus
=t forth i the fellowing detaded descrpbion and ee- wrough, .
companylng druwings which embody the préteat in. Hormed with hess 32 4 & fuonelshaped duct £3, az

yantion 50 heid gten b FIG, 1, wrhich connects ihrongh o ceres af
) ' nﬁaﬂémdﬂﬁhﬂumhﬂﬂﬁ.lmt
DESCRIFTION OF THE DRAWINGS IHuet 2§ tupered cutward o s fnlst end 6510 2 darme-

FIG. 1154 dae clevetonal view of the oala ongiur 03 SRTIE 0 BN ot doet €7
dinal section;

FIG2E fom viowof et amm o e s LR A T SIS

FIG, 3 {x = front perpective visw of the Fen: N :

FI(F, 4 iz u rear pempeciive view of the fan; apaclng, 45 previgusiy-mentinnad ribs &4, Busd member

v A% Juct &2 and ooier cowling S ae el molded b2
FIR. 5 ds & yartlol phom wview of the fan erill 0 en on o mieon through joirlng zibs £4 agd TO.

enlarped seale; & Hemowvehl Hioned withm auter sowling &8 bran
TTG, §5 2 bestion] view to xn enderged scule lban  {unae eowliog 72 whish s also fommel-sheped frotm its
vong o &6 af ¥1G. & . lacger indske cnd 78 1o it amalier dicharge &0 6.
FIG ¥ isa pania] scetiong] view to 2nentarged scale  dfpar of the axial Imgth of cowling ¥ i 2 conviamt
of the mner and outer cowling diemeler aimilar to dicbdege end 76,
FI 3 i g seotione] view b an £nlarged scale takes g5 Antxched do the (hsshiarge end 75 11 & girgular grill $0.
tlang fine &8 of FIG. 9; and Inner cowding 7312 held in plese by 2 series of our tabs

FIQ. % i n plan vlcw of the fan base and it muppoet 76, wt 8520 in FIG 7, wiach are poa[toyed quadsantally
leg with the cover plaje rempved. arpund the periphery of the intake cd 74 of ¢he cowl-
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ing. *Tabe 78 kavn hook-shepsd cnde which, when Colly nally [n shape feom its lnsger dinmeter intalker end to
Eimd within the ootes cowllag 68, wEF enpaps the {15 [esrer diaxmEter dschecpe ad;

edga of outlet cowling 68, These folr Lbs 78 o be
deflected inwandly fndividuelly by fmger posssore, i< -
lowing the gelff and Innet cowling to separate from the 5
fan serietuee 5o 45 to provide (ke necessary asesss 1o the
lntesier of e fan, The remote posilitonmg of 1he four
k. requltey #1 lemst Bwo sepuroie hand operstions
which is also & curtent pafery requirement for fa de-

relrenlar gHY koving an owler radis attezhed 1o the
tisebarpe end of the inner cowling, the gl includ-
iEE § Eenter Dub nod & 320 of wronate chaped rhs
extendliy dutweedly from the hub to 128 cuter
racius, ek rib having 2 mnrtznlcr:wmrimaﬁ
mnd cxch b bamg eguaily speced fram each o
araurd the hub, the meximum lateral spacing be-

o tureen the ribs iz inboard froor-s2ld onter racfis:

Gl 80 izclides mamall ceater hub B2 end o e af and
arcnnte-shaped it £4 extending inwerdly from ke n Tt means plyotally ateches (o sald motnr acd
huh, curving vo che lelt, #5 4200 in FIGS. 1 and 5, 1o the hase memher,

quter radios B of the goll The csoler of epreatnre 2. A dueted fag av eat forth in cluim 1, whersin the
point for each rib &4 lies on » altcle ¥5, 1 ehown in FIG, 15 dbe of thy gl ench have & ety of Gurvature which
%, the rediug of survature of ribs BE is spproxdmatsly  locos af poists liss on o clrcle mn:nm"::nﬂﬂuhs grii
two-thirds the outer fadins af tie oversli grl}. The  at approxdisiely one-half the ouler i of Lhe pefll.
cirgle 58 nclodss w Jocws of pointe for ihe ceoter of A, A doekegd fan us 3ot fonh o claim 1, whetaln 1Be
curverers of each 1ib B4 ang et o caddns approvimately  ribg of ¢he grill each have a ceater of comvaure which
pne-hatf the puter rding £6 af the piil, The radius of 20 toous of points e on # circle conpentric with e grill
hub 82 & wpproximataly ooedifth (1/5) the cuter radive ol spproXimodsly onc-half the ooler mdi of e grill
8§ of the ziill, The mevmum Jatcral spacing between . and the Dub bas 4 sacdlus of spmrokiouesdy ens-E0h the
auy pair of ohs £4 18 inwardly fiom the outer radloe 86 peater redme of the grill. — .
of the grill at & poiat epproasises” dimencing X, as & A dusred fan az mcet fonth i chim X, whersin the
hown it FIG. 5 The tmeedler Blade's point of maxk 25 ribs af the grill have o radie appeoximaeely sao-thlods
mum power is locaied at approximately 06 thoed ity the quier rzdiug of the grilt with the center all corvebare
it This placss the maxlmuee power in 6 region of  point of cack ob lang oo 4 circle copcenisde with the
the zoifl wherein the rib spacing it ab i menimum, The gl baving o cadlos spproaimately one-hafl the outer
Innper leoph curved ribe 84, as compared with & oof-  radlur of the gk
ventionnd stright (b, provides  less fgld grill stuc- 20 5 A ducted o ar pxt fonth i clan I, wheneln (ke
tore which cam be desirehle voder certaln reumstances  ribs of the gril] ench beva a cester af cunvature which
auch n fippact sfogks, lecus of points ties oo a ciele comoenitr with 1be gl
In vewing F1G, K, the fan bladde ndt chown mewvkin ot IFLENMM}I one-hplf the pober pdins of the gl
a vlorkmize dicectica frone 1oft 1o rfApht, white the prill  and the Tatersl arass ssctios of esch iy b o eefoil
ribs 34 aurve to ke lelt from the center in the opposite 33 shaps with s lesding edie fuedag the o Hiades
direction which provides an opfirum Bow of dir 26 8 & A ducted fan 25 s2t forth in cfaim I inoluyding
$tancdard power usaze. pultple b meng pesitoned woand the periphery of
FEC, € sherws o latern] oross seclion of o Ab Bd with  the {aner cowling's intake emd which deflect o end
the ypatpeam #doe O heing curved with the repelnder  dngapes e upsiresnt adpe of die outer cawling which
af itht bt slightly tapered In the cverll shape of an 40 when ol of the tob means are dellected ailyoe separas

aerfaf], dop of the inner conding and prili from the fin
Chiter cowling £8 Is conver in shape. with a curve T. A ducted fan as gef Forth in cleich 1, mtluding Eone
leading edge 72 which togother with Inner cowding 72 hook-shaped @b meang pealtancd argund the periphery

foroi the cros 1eonal shape of an aiffoll which minie  of the imoer cowling intake enxd which deflect {n and
mlzes the amow of tucbilenos and drag produced &t 45 engape the outer cowling mt fs upstoeam edge, which
the lewding edge. requlced two or more mumed eperations before (e
A conventiomal switeh, etsd rheagiat for conttalileg ioper cowling cen be capareted from the fan
the fan «in be loeated my piece on wire 18 cither e 8 A docted Ten i 32t forch o clofta I wherein bhe
mete of the suppar log 12 or peoferably podie end 2 supnar means Ic a pingls obubsr metsl Isg Fopmed to
Locented betaten inner cowling 72 end dutercowling 33 provide & eutved floak 2agaping porbos atid btizertal
& i an wnnnine opendng B4 whleh provides p haedle far mounting portlos which engages the base member ped
Bing the Bm. clertricnl wires frem the matoe whisk pros (hrough the
STasripp dmeerfbed the invention wih suflicient efurfty  * tobobar Jeg :
2 andble, thess Familise 4dh the eir! to constpoct and yse 5. A docted fin ot st foodh in elaiem I, wheneth the
il v e glaim: . sapport means 3 L single tobnlec mets) Teg fornied 4o
LA ducted fan entnprisng: provige a floor-en g porton and & hopiegntal
3 base merpber with 2 motor and bladed Impelier  mounting portlon eapages the bess, & prefoaded
etinched 1o the base; epring means surronnding the hatzonie] eenating por-

L1

b fnal-shopad duor with [ g etd froing fp-
strexey copceairically podifoned upattesra of 1he 40
bladea and around the molsr aod copmreted
Cheewin;

an ooicr Cowling comceatipslly pﬂnﬂiﬁnmd, oo
neoted g2 the fuwmppebaheped dust BEH B ferine
of redial oibs; b

1 inner eovling positloned mside the pnter cowling
and atiwehed theretn, the hosr cowdlng belng 2l
clfnr in Jatera] cross ssctlon snd topared longitudd-

ik

tiorl af sl leg which sngages the evator &nd-apid melal
Irg, 10 provide & spring Torce o connber balemcr e
offeol welght of the fan mod mounting breckeds which
rotalehly mtbich (e bedzontl mownthg portions of
said leg to the base, permiiting e Tan to notated an blts
SUPHATE FAANL

10, A ducted {an wgget forth in cialm 1, wherehn the
support meen3 §s & sngle fubuldr metal kg formed o
provide s floorengaging portivs wid & borizootal
mounting portion which engages the boae, o preloaded
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tpeing fenand rurabnding (he hodeonil maumiing por- Blades Lad apend the toter znod conperied
tion of wid log which cogeges the motor aod said metal thereto; . )

I=g, wy ppovide a epring fofce i rounter baisnce the an guier zowlin reocentzizslly poatloned con-
affset welght of tne fen pnd moanting hrackets which peared L3 the fire elabape? guct through A sexiss

totwiatly aitech (he horizantal moanting pertion of sd 5 of eadici ribs; . _ ]
leg to the base permitting the fan to be rotatcd om 15 a repovat e luner mowling pocitlaned inyide the quler

support corans, and-cpring $lop means atieshed to the cowling £a3 reluncatly pitached therets, the inner
hu-I:‘iF:':lnH.l wouniing paction of sdd log comprising o cowling belng circulur in Fateral cross feelion imd
nifsey tab Which engeges an cud of swid 4pring mAEns eaperedh longitudinelly in shepe from 118 livger d1-
preventing the spring Com rotating eround sl leg: 10 mda_-::r inlake end o its leseer digmeter Jisaharpe
15 A docped fan compeising: RO . . :
2 base member with 2 mottt and blded knpelisr w circufar o1l haviag oo sater radius stiached to the
cazhed to the base which tidet ratate B one diecharge end of the Ineer cawling, the gl [nriud-
direetion: ing & canler hub and & werles of wrcitaie shaped s

& furmel-ahiped Aucr with 5 lirge end faclng up- & cxizeding dltwandly fom the b (o weld sater

concentrcally pesitoned upstress of th redus, and .
ﬁ: anid J‘;Imdythc palar ul.'!ld r.uu.nn:iu; # Tunpart means pivotally ettached o said matar wd
hireto m““‘éﬁ;“;??’:; o in claimy 15 whersin said
ge—r : . . A " ax " tuter
o eond ,ﬁ“ﬂ“}ﬁnﬂm,m;"fﬂ e e 20 sowilng extends axlully fword the discharyc énd of the
ol radis] rids; {rredr wowling avmd Jr speéed redlofiy gureard(p thenefrom

- . I7 A dyited fon ar In cloine 13 whereln the arcuote
' ﬁlmtﬁiuﬂﬂ: 1.“1'“ :E;E.:w m]:f_ shaped HEL hape & CONRHLOUS ERFRIIURL

ant mrtar mm;m;mn:du glnms‘mdi- 18 A ducted fan ar in elatwt 15 whevaln the fonmel

in lrteral czous N ptt‘:d gL 3 theped duet ecvrends getanalfy weiefiy fowend fa Bloder

nélly in shape from its Lyger dimeter intave e 10 ™ (g 3 ser of il ris

!E:n!mﬂ dl:mtt:r discharge ng" ted b tHe i% A ducted fan zr fa clafne 13 whersie tofd nuter
x dlreader g7l having an ouier radios attached ta , cowitnp connerts wpether and Fgidiiter one 12t of ends of

diccharges end of (ht meer powling, the grd] 111:':]:1&— it séeres of radicd P,

ing & center-hub und & serics of pronate sheped mibs 00 9y poend fow gt (i ehetm 15 wherein fhe exreatore of

mﬂﬂdlﬂﬂlﬂi]“_l'"ﬂ}' Gom mﬂlh“b mmm YT - m by iz iy che ﬂ,ﬂpﬂ.‘lﬂ: Jirerston gr

“ﬂj"-‘ appasic ﬂ““ﬂffﬂﬂ:idm:;tﬂ“ :tim said bledes ooy fhom that of mid hizded fmpeiler

e ot radins, belep erally ducted rmbar i
sraced fom eneh ather wround the beb, the mesd- 2.4 S tomprisd ofa bose m miluding

d =l W o ratar and a hosad pmpeifer ppeotieele aftoched
gt laeral spaclag beyween the sk i imboatd ay Ferwg ow eriry dier concantently podtoned upsrenm

rant seidh outer mdias; and of the biaded propeller ard comneched ty sald base member,
1 suppar means pivoudly scached to said modot and g puger member concemiricatly positfoned relative 20 and
- hase member, canpedrsd 18 2ok enlsy dtel 5o of B3 be spaced Fherafrom,

T2 & dugked fug a3 set forth in claim I3, whereln the  duer meany for snclaning the dgded Ifar and hoving a
Iatzral spacing Berween the ik of the gl 19 oo prester 4y porron remorebly m,-r:iﬂm‘ mﬂhﬁm fr ke l'-l'lf-!tf'ﬂr
1har DL inches, &f said ducrad fap

13, A ducted fan xx set Forth in 2lzim 3, whereln the 22 A dueted fon comprined af 2 Bers member inelyding
shler cowimg Bas n convex outer serface WiE 8 ¢ miomr and a Bloded propalffer openrivaly elieeked
retided Wpsiraam edge which togesher with the faner — thereqf an entry duet concamidleatly pasttioned cpatresm
erflig o it intake o forms oo werodymamirally 45 ofvhe Soded propeller and conrected fo sald base membiT,
clean roondzd leadbng sdge. . af ander member conceminieally pesitioned relotize fo and

14. A ducted fan ay's=f forth in clalmn 1T, whereii the  spaced fmee cold anery diers By o sarfar of redinily axtand-
auler cowllng has 1 conves outer burfoce with & ap mfs o remowable Inmée memtbar having o penion
nzded upsream edge which together with (ie uner  phevinf poliioned fniide rﬁ!ﬂuﬂrmemﬁrrma‘mgzﬁb
covling at it ntike end Forms an aoeodypamicelly 50 snehed ftareds, cha fasr member belng penerolly direg-
clenn tounded lendlng edge wnd. betwesn the down-  for fx Moterad erom-srerfon and terminating af g Sleigrge
atream edge of the aier cowling end the lonef eawling  end, rad o 5wl member Aoving o outer rdive attached i
14 an xnnpier cavity which provides & bendle for ii6ng  phe dfockiorre and of zold Damer member.

the fan. 23, A Bueted fan avin elatm 27 wharsn trid removable
1% A duried e comprising: 13 frmer mermber & padifoned end tpared roetinfy within said
v basz mtmber with a motor snd hladed mpeller oider membee:
srizehed to dhe bage; 24 A Sueted fon az M elalme 22 whkerete cmid poper
& fuonefshaped duct with It lurge end fesSog tp-.  member surmownds ot laeee & portien af eafs nrer menibar,
siream copcentricadly poalticoed upsweam of the %4k

L2t
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IN THE UNITED STATES DISTRICY COURE, o
FGR THE DISTRICT OF Kawens - Y 3 25 PH 97

R4
vaRNADO AIR CIRCULATION SYSTEMS, INC., HH b DELoscy
2 Kansas corporation, g '
. T ATHGATE ¢ DERUTY
Plaintiff, .

DURACRAFT COEPORATIOHN,

}
!
}
]
1
Va . J H'ﬂ'-
]
1
g Massachusetts corporation, )

)

1

}

Defendant.

- COMPLATHNT FOR TRADEMARK INFRINGEMENT
AND. UNFATR COMPETITION

Plaintiff, Vornade Air Circulstion Systems=., Inc., brings
this civil action against Duracraft Corporation and states as
follows: -

EARTIES

1. Plaintiff, Vornado Air Circulation Systems, Inc..
(hereinaftar “?DRﬁAﬁn“} iz 8 corpeoratlon organized and existing
tnder the laws of the State of Kensas, and maintains its
principal place of businesg st 550 North 159tk Street Bast,
Wichite, Sedgwick County, Kansas.

2. DefEnﬂaﬁt, Puracraft Corporation {hereinafter
"DURACRAFT") is 2 corporation organized and exiating under the
laws of the State of Masoechusetts with its pringipal place of
business 1u=ate§ in Whitipnsville, Maszachusettis.

JURISDICTION AND VEKUE

3. {8) Jurisdictjion founded on diversity of

Sitizenship and amount. This court has jurisdiction over this



aetion in that plaintiff is a corpovaticn incorporated under the
laws of the State of Kansas.and defendant is 8 corporation
incorporated under the laws of the 3tate of Massachusetts. The
matter in controversy exceeds, exclusive of interest and costs,

+he sum of $50.000.

() Jurisdiction founded opn federal guestion

under . the Lanham Ackt., The court has jurisdiction under 15 U.B.C,

g 1121, 28 U.5.C. § 1338(a} apnd under the trademark laws of the
Tnited States, 15 U.5.L0. % 1051 et seq.

{e] ' Jurisdiction over related common law claims

for unfair competition. The court has jurisdiction over common -

law unfair competitdon claims herein under the provision of 25
U.5.C. § 1338(b) in that said claims are joined with substaniial
and related claims under the trademark laws of the United States,
15 U1.5.C. §§ 1051 et seg.

H. Jurisdiction over DURACRAFT is proper in Kansas
pursuant to K.5.A. 00-308{b) (1), (53} and {7) because defendant
does busineess in Kansag and -has cﬂmmitﬁed acts of infringement in
REnsas .

3.  Venue ig vested in this court pursuant to 28
U.2.C. § 1391 in that the claims arose in thir district, and
Qefendant has committed acts of infringement in this district.

COUNT T

TRADEMARE TNFRINGEMENT

6. Plaintiff in L1387 =dopted the diztinctive {grill
design} trademark on its original fans and has used it in

interstate commerce continmously since January 10, 1966. On ﬂhy




6, 19%1, plaintilf filed an application feor reglstration of =nid
trademark in the “nited States Patent and Trademark Dffigce. op
June 20, 18%., szid mark was registered ip fhe United States
Patent and Toademark Gffice on the Principal Register under the
het of 1946 covering the use of sald mark on electric fans., (a
copy of the registration is attached hereto and marked ags Exhibit
A.) Baid registration, number 1,697,509 is now outstanding and
valid.

7. Cnntinunualf cince 1988, plaintiff has uvced the
(grill design} tradesark to identify all of its fans apd to
distinguish them from those made and s¢ld by others, hy, among
other things., prominently displaying the actual grill design in
advertisements and on contalner boxes of the fan. {A& copy of an
ad brochure and panels from & container are attached hereto and
marked as Exhibits B and €.} In addition, plaintiff has
prominently displayed said mark in =il other forms of advertising
distributed througheout the United States.

E. GSince 1988, Vornado's reputation hasg continuously

grown throughout the fan industry as a manufactursr of high

gquzlity fans.

-

9. Plaintiff's high efficiency ducted fan has been a
leader in the fan mavket with a unigue and distinctive general
icok which many of the competition have tried to COPY .

0. Piaintiff'ﬁ distinctive {grill design)] trademark
has auquireﬁ Secondary meaning throughout the United States
through plaintiff's sdvertising in magazines with ennual

Circulaticon in excess of 10 million, newspaper ads in major



cities natiopwlde, and tue el ative distribution of national

mell mrﬂer catalogs in eXcesd af 200 million coplec.
11, Dbefendant has ipfringed plaintiff’s mark in

interstﬁte cummsrcalhy wvarioua ackts. inciuding selling. pffering
for sale and advertising its TURBO FAN fans having a grill design
ghape identical to applicant’'s trademark regiatrating. (A copy
of the TIRBO FaAN packaging iz shown in Erhibit D attached
nheretc). Said usa of plalntiff's grill design by doefendant is
without permiszion or authority of praintift and =aid use bBY
defendant is likely to cause zonfusion, to cause mistake and Lo
dezeive as to the source uf the fan.

12. Defendant's heretofore menticned acts of trademark
infringement and unfair competition have heen committed willfully
with intent to cause confusion, mistake and to decelve.

COUNT I1

UNFAIR COMPETITION BY TRADE DREGS SIMOLATION
UNDEE_EEETIGH A3la) OF THE LAMHAM ACT

13, Plaintiff heréby_realleges,.as fully set forth, the
allegations of paragraphs 1 through 12, iﬁclusive of Count I
herein,

14, Defandant hasz caused its TURBO Fal to enter intﬁ
"interatate commexrce with a designation and represantation of
plaintiff's grill design thercon. cuid uge of plaintiff’s arill
design is & falee description and ropresentation that said goods
are made by, spongored by or affiiiasted with plaintiff. Said
acts are in violation eof 15 U.5.C. § 1125(a}, in that defendant

has used in connection with gﬂn&ﬂ apd services & false



desionation of rigin and a false descrigtion or representation.
including a gri'l dikign and packaging tending falsely to
describe oF represent the same and has caused such goods and
packaging to enter into interstate commerce. Plaintiff believeg
thaet it is apd is likely to be damaged by such false description
or representation by reason of the likelihood that purchasgers
will bhe confused as to the ftrue asurce of zaid qoods of
defendant.

i5. Continucusly since about January 10, 1988,
plaintiff has used the unigue and digtinctive grill design, which
is non functional, to identify its fans and to distinquish them
from thosze made and sold by others, by, among other things,
prominently displaying the grii:l design on its fang, shipping
boxes. apd advertising brochures digtributed throughout the
-United States. BSaid Ffans znd advertising have been digtribnted
in the trade ares wherein defendant is doing business. as a
result of said sales and advertising by plaintiff, the grili
design has developed and now hac a sacandary meaning to
pPurchasers in defendant's trade dred. Said grill decign hes come
to indicate to purchasers a meaning of high guality and efficient
fans originating only with plaintiff. Aa a result of gaid
aseociation by purchasers of the grill desdign with plaintiff,
defendant1g sales of its TURBO FAN fsn are likely to cause
Confusion of Eéid purchasers. _

iE. Defendant has exactly copied piaintiff's 26 vane
9rill design as well ss its propeller blade. Defendant's product
Packaging has utilized the grill design as the duminant feature



on its shippiny box incluﬂing a cut-out on the front of the bhox
g0 that tﬂﬂ soual grill alone is viewed. Defendant's art work
on its shipping box of the Model ET-74 fan incorporates numerous
sront view images of the grill design of the similar two-tone
gray fan an a2kl five sides of the box.

1% When DURACRAFT began to develeop its TURED FAN there
were alternative grill gesigns awvailable with comparable
performance to plaintiff's distinctive design.

1. DURACRAFT has intenticnally copied plaintiff's
wrill design as shown in Exhibit D,

19, Defendant offers its TUHBO FRN.in & price range -
substantially less than any of plaeintiff's fans in & deliberate
attempt to trade on the goodwill associated with Vornado fans, to
the detriment of plaintiff.

20. Plaintiff's trade dress for its fan produces an
ovrerall look which 15 distinctive in appearance from those made
and sold by others in the markstplace.

COUNT IIL

COMMON LAW TRADEMARK IHFﬁIEGEMEHT AND UHFAIR COMPETITION

21, .Pleintiff realleges and incorporates herein the
el)egaticons énntaiﬁed in paragraphs I throeugh 20 as fully szet
forth herein.

22. The acts of defendant constitute infringemsnt of
vlaintiff's common law tradémsrk in said grill.

Z3. <Continuously since on or about Japuary 10, 1988,
Plaintiff has used the {(grill design) mark to identify its goods

&nd to distinguish them from those made and scld by others, by
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smong other things, prominently displaying the {grill) d:sigr;
mark on the goods, their contalners and the displays aszocicted
therewith. In additien, s2id goods and advertising have haan
distributed in the trade area where gefendant is ‘deing businoss.
As a result of éaid sailgs and advertising by pleintiff under =aid
mark, said mark hﬁs developed and now hasz secondary meaning to
purchasers in defendant's frade ares. Said mark has come to
indicate to sgid purchasers a meaning of high guality fans
originating only with plaintiff. Az a resuvlt of said asgcociation
by purchasers of the {grill design) trademark with plaintiff,
defendant's use of the mark ia likely to cause confusion of =aid
purchasers, |
24. Defendant hac infringed plaintiff's mark ag

alleged herein with the intent to deceive the public into

- believing that fans sold by defendant are made by, approved by,

sbonegred by or affiliated with, plaintiff, Defendant’s act= as
alleged herein are compritted with the intent to pass-off and
palm-off defendant's goods as the goods of plaintiff, and with
the intent to deceive and defrauvd the public.

ALLEGATION OF DAMAGES

25, By reason of defaendant’s actz of trademark and
trade drescs infringement alleged herein, plaintiff has and will

Buffer injury to its busipess, reputation, goed will, loss of

l. Bales and profits plaintiff would have made but for defendant 's

acts.

WHEREFQRE, plaintiff pravs:

{a}) That this Court grant an injunetion pursuant



ta the nowers granted i+ under 15 U.S.C. & 1ll»
enjelning end restraining defendant aﬁd its apants.
cevants and empleoyees from directly or indirestly -sing
the grill design frademark of plaintiff's fans or uny
similar grill design to plaintiff's trademark which is
l1ikely to cause confusion and mistake or to deceive.

{b} That this Court pursuant te the power granted
<t uwnder 15 H.S5.0. & 1118, order that all labels.
prints, advertisements, DOX2S. grill dies and £ans
incorporating said grill decign bé delivered up and
destroyed.

{g)] That defendant be regquired to ascount o
plaintiff for any and all profits derived by defendant
from the sale of its TURBO FaM fans and for all damages
suetained by plaintiff by reasol af said acts of
jinfringement and unfair competition complained of
herein.

{d) That the Court ayard plaintifif rreble the
amount of actual damages sufferad by plaintiff.

{e} That the cost of this actlon be awarded
plaintiff.

{£} That this is an exceptional case and that
plaintiff be awarded its reasonable attorney fees, and

'{g} Lastly, That the Court grant Epch'nther and

further relief as it shall deem just.
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Respectfully submitied,

EAHRES, NELGON, FANNING, HITE &
KELLOGG

200 West Douglihs, Suite 530

Wichita, ES 67202-308%

Telephone: (316} 265-7761

Stdven D. Gough - Ho. OFG1E

and

EDWARD L. BROWMN, JR.

11 K. Market - Suife 429
Wichita, KB £7202
Telephone: (31o

Edward L. Eﬁhwn. Jr. - How 06007

Attorngys for Vornade Alr
Circulation Systems, Inc.
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anapioious circunstances. Sea United Stales
t Fereon—COvtin 994 F2d Tad, FE2 (HOth
Qi 1004} ("[AT Fow brief guestions eonoern-
ing sueh thinpa 03 vehicts awmerelip, eargs,
destinatlon, and travel plane may he sopre-
pHate {F reasomzbly related to the spents
duty to prevent the unputhorized eodcy oF
indfwideats into thds coantry and to prevent
the smupeling of coobrsband'y; eited
States o Laodlow, 992 23 260, 285 n. 4 {10th
Cir1002) (“Queskions regacding ... eiHzen-
ship amd the cootants of the vehicle ware of
courge directly telated to the Botder Patrol
agent's doties”). In my. view, whether, in
the sheanre of reasonable suzpicion or ewspil-
clpus cirtutnatanees, t.hed apatk eodd aske Ms,
Clutille-Bernnl what was o the brunls of the
cay she wna driving through o border theek-
peint i =n impertant Pegal gquestion that
wartanta our conslderation.

I da net condone the gowerbnwent’s failwrs
to titnely file the Swctlon 373F cectificube.
Hewover, given our broad discretion in thls
muatigr, [ anguld proeeed to the merits of this
LRLIY

Aveordinpty, - vespectfutly dlssent,

VORNADD AIR CIRCULATION-5Y5-
TEMS, INC, a Kansot corporo-
flon, Plaintiff-Appelles,

V.

DURACRAFT CORPORATION,
Defendant-Appeliank.

Mo, #4-3191.

Unlted States Court of Appeals,
Feoth Cireuik,
July 5, 1995,

Fan manafreburer breoght  ackion
apalnzt campetitor, alleging spliad conBgura-
tlan of pompetitor's grilf design infringed
soantfreiuvers trade dreess. The Unfted

Bkates Mabyick Cowrt for Ehe District of Han-
aas, Wesley B, BErtwmn, Sandar District Judge,
entered] imjunction ih faver of menufuctorer,
and competityr appealod.  Tie Cowrt of Ap-

peals, Stevhan H. Awnderson, Circelt Jodpe, -

sddressing an iasuc of first inpression, held
that spiral structure of household fan grifl
thet was siprificant inventive component of
Itwerntion covered by utility patent could nnk
veceive trade dress pretectinn en pronnds
deaign of grill was nonfunetionsl,

Deavorgod,

L. Trade Begulation =43

Although -produst confipuration mwast be
nomfunctichal (b order to be preteoted 03
trade dress under Lanhawm Act, not every
nonfunctional confimeation i eligible for
that protection, Laabam TredeMark: Aet,
b d3{ak, 15 UBCA § 1126{a).

3. Patentz =43

When produel eonfiguration 1z slpnili-
cant imventive component of wweotion oov-
eredd by ufiflty patent, so thal willowt it
trvention could not flrly be sid w be same
intintion, patent policy dictafes that it enter
inta public domain when wtiliey patent ex-
piras, to ensure that result, confiperation
cantot receive frade deess protectipn under
Lanham Ac¢t  Lanham Trade-BMark Act,
§ 43}, 15 USCA § 11%alah

3, Trade Reguiation 2=43

Spiral structurs of houzehold fan pribl
that was sipgnifieatt invettive somponent of
imvention eovered by utily patent could nob
receive trade dress protection on prounds
daslprt of pgrill was nonfamctinnal.  Laoham
Trade-Mark Act. £ €3a), 15 LiS.CA
§ 11B5(a).

4. Trade Reguiation <=340.1

Lanham Act provides federal cavse of
action for enprivilaged fermation, tneluding
trode drese infringoment.  Lanbam Trade
Mark Act, § 4303, 16 USCA §F 11550

0. Trade Begulolion =43

“Trade dress’’ features are those eotn-
prizing product’s lepk or imege.  Lanbam
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Trade-Mark Aok, § 43p), 16 TSLCA
§ 112800,
See pubfication Words and Fhrases

for otlier judicin] copsirtetions nnd dat.
i linns,

8. Trade Remulation <=1, 11, 43

Plaintiff in trade dress infringement
oame must make o showings: fiesh, paintlfy
must show either that s product’s trade
drese feptures are inhercntly distisetlys be-
eamae their intringle natwee iz such as bo
almast sutamatieally tell coosunter that they
refer tn & bewnd or that teade drees hes
barame disimetive threugh sequisitien of seo-
endaly treaning, eo that its primary signifE-
ganee in ounds of potentisl consurmore I8 Do
longer a8 indiestor of something about prod-
wet itged but 23 Indicater of fta sosvce or
brand; =econd, plaitiff must show that po-
tantial customers yra iikely to be confused by
defendint’s trude dreess- [mto thinking that
defendant 1= affilisbed, connected er asgodal-
ad with plaintiff or that defendant’s goods
atiploated wdfh, or Gee spemsored o ap-
proved by paintiff.  Lenham Trade-Mack
Aer, B 4300, 18 WELCA & 11350k

7. Trode Repnlation <=3

Pradoger of ghlegedly {nfirimging product
muy defend reade dress infringemet ciaim
bur showvinyr thae what plaintifI i clulming 29
[ts teade drees i fopetienat, and therefora
Ehat all competiters musk be permitted to
vopy it in their own products, regardless of
any producersdentifying capaelty it may pos-
goss,  Lanham Trade-Mark Act, § 43(z) 15
UiGA § 1125

8. Ttade Regulation =43

Where disputad product confTguration i
part of elaim in wtiElty patent, and epnfignra-
tingt is described, significant Inventive aspect
of the invention, so that witheut it tha ivwen-
tion could not falrly be seld to be the same
invention, petent law preventa s proteation
a5 trade dress, even if eonfiguration i= Tome
funetlpral.  Lapharm  Trade-Mack  Aet,

" The Horcralls Arthur L. Aloreon., Senioc UnHed
Sraras Clroult Judge Eae the Binth Ciccult, sIMERg
I deslgmption

1. Undesr ehe [nphain act, wwedzpark owners tao
cagisuer their mars Federally end thevehy beasfit

5 AR(ay, 15 USCA 6 1123a) 36 USOA
§ r1B.

Edward B, Frirrs, Cushmen, Derby &
Cuzhmee, Washington, DO {Richard L. Kirk-
patelol and Pater Gavedey, Cushman, Dby
& Qushman, Washlspton, DC: Bdwaed L.
Provm, Jr., Wichite, K2 and Zteven 1.
Cloush, Todd M. Coenrel, and [oneld N
Peterson 1], Kahrs, Meleon, Fanning, Hite &
Eelloge, Wichita, E2, with him on the brief),
for plaintiff-apoelles

Jemes W, Dabney, Peacls & Edmonds,
Mew York City (Kelly D, Taleott, Corol M.
Yithelm, Michael J. Blum, Pennie & Ed-

tponds, Mew Tork Clty: and Gerald Sawats-

ky and Jirt H. Goering, Foulston & Sieflon,
Wichita, X2, vwith him ¢o the briefs), for
defendant-nppallant,

Before ANDERSON, Cirmit Judgs,
cWILLIAME and ALARCON *, Eenlor
Circult Judpes.

STEPLUEN H. ANDERSON, Cirenit
Judge.

THTRODUCTION

Thls ¢aee presenta an gsue of first linpires-
sin i owme eivouit concernibg the fntetseation
af the Patent Act wnd the Lankam Trade-
Mark Ack We most decide whether a prod-
net configuration iz entitied to trede dress
protectinn when it [s or has been 2 aignificant
imventive compebent of an invention covared
by a utfility patent.

After expiration of any patents or copy-
rights on an invention, that itvention nogmal-
1y posaes into the publle dorain and can b
freely copied by anyone. The districh court
found, howevey, that boeause the spiral strie-
bare of the kouselold fin grill in questlon [s
unpnfunetiogel,” o statua largely detaseined
by the evallability of encugh akternative grill
desipns 20 that other fan mabufacturers ean
effectively cumpete without i, the grill can
serve as trade dress! The coort held that

Feeurt eerialn statutary advamages and presemp-
tions, See, egn bR TS0 0% 1065, 1072, 1111
One dogs net cegiaer a products trade dress—is
avecalt Inok ar imege—buot ecade dyoan is proteqt
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the mill could be protected under Lranhem
Art section 43(n) 2gainst copying by campetl-

tors, becawse that copying was likely to con-
flne consUlmara.

[1-%] The cowt's injunchon offectively
pravents defendant Durpcraft Corp. from
ever practicing tha full invention ewhodied in
the patented fans of plaintilf Vornado Alr
Cirowlstion Systems, Tne, sfer Vornade's
utility patents explref For the ressons die-

cussed pelow, wi find this result to be entét.©

ahla. e held that zithough & product con-
fGeuration must be nenfunctional in order to
b protectad as trade dress under sectlen
43{n}, not cvery wonfinckional configuration
iz elipible for that protection, Whers & prod-
net eottfipuration i3 2 slEnlfeant Inwenkiee
compotent of an invention covered by a utibl.
ty patent, 3o Lhat withoot it the nveation
cannot fairly b2 said te he the same invim-
tion, patent policy dictates that it enter into
the public demuin when the utillty pateats on
the fans expire. To enswre thot result, &
cupmok Tootive trade deess profection under
spetion 436, The distriet cowt's otdpr is
revarsad, . )

BACKGROUNE
History of the spivel grifl desigis

The preduct configurations at iasue [h this
nase sre two hooschold fan grills with api-
bat—ar arcuzte—yvanes, produced by the
plaintifl, Vornade, and the defeadant, Dura-
qraft. :

The ideq of waing a apiral prill on 2 fan i3
tot maw, An arcuats vane structure for pro-
pellers applicable to ventitaie= atiel Ehe
like” was reflected in explred .3, Patent
Wo. 1,062,258, 2 utility patent issued May 30,
15138, to (hA. Schiotier, and arcuate wanes
ware ineorporited into & kousehold fnn guatd
ut early 85 1936, as shown by expired 1S,
Prient Mo, 2,116,894, 5 utility patent i=sued
to JH. Coken

Vorpade bepan seliing its fans with spiral
grills in Mevember 1328, at 2 Hme when it

ol under § 4301 of Use Lenham Aey 15 WS.C.
E [125(ah

2. It may olso doetiers witlh Duracais ability 1o
practics ather Invenlors’ eotlier spirabynes in-
yenliony caversd by provious, sspiced wiline gat-
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wi the ooly fab eompany usiog thob type of
priit,  On January 9, 1088, Vernado's found-
ots, Dropald J. Moore 2nd Miehael O Coup,
gpplied for a wtility patent on their ducted
fan with = spiral grill. They asserted, amang™
other thitgs, that their spiral gill producsd
an optimomy sir fow, eithough their own tests
had shown that It performed shouk fhe rame
as the more roratmar siraight radlal grill, snd
loter tests stggested that wome eifer griils
worked botter in gome respoote,

Their patent apolication clalamed 4 fan with
rnlticle features, nstudlng the spiral grill
"The jnventive sspeet of Vornado's spiral gyil
was that the poiat of moxdrom laterat spac
ing botwesn the rurved vanes Was mgvad
infard from the meill's guter radius, so that
i wrns at the impeller Pades point of mid.
mum powsr, Vorpado emphasizes that [ta
Fan gl was not pateatable by jeaelf becduse
o spival grill per se was aiready in the plakie
domain us “priec art,” & patent law teon for
what was plready known from previons pai-
gnts oF otler sources.

Oin May 22, 1960, Meszrs, dopre and Coup -

- were Jmsued w utility potent. Thay swbag-

quently applied for and on February 22,
L3, were granted a relssue patent expand-
ing their olaims, including thasn that invnbved
the growate-shoped prll vane stRspune

Veoriads advertised itg grill as the "Futent-
od AirTensity ¥ Grill,” altheugh the compu-
ny had no eparate patent oo the gril, Be-
tween Jannary 1989 and August 1884, Vorna-
dn sold about 185,800 fans. -In ita adverdis-
ing, the pompany toated the gl as & "true
sehinvement in aerodynamic effleiency,” “the
ceault of determinznt ergonomic design,”
with “folnique AirTeosity T vortex action,”
secomplishing “a high degree of safety and
functionality.” See Appellant's Br. ut 8-10;
Appellant’s App. 2t B3, JOTT.

In Aurust 1990, Purseraft hegan offering
an inexpensive efectrie fousshotd fan cafled
the Model D% “Tutbe Fan' The grill on
Duracraft’s Turbo Fen incorporated] a apird

eots, Bud we need oor eest our helding on Lhls
further Lntorlerence, beoatssa wbie canflict with the
ablliey te peacktes Yomapde's doventlon 3n o e
furuca iF Sear.
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vane structure that was copied from Worna-
do's eonatderably more expensive fan modsls
tot was pupesely desipned nob to lodinge
Vorpade's patent. Aport from ite lonk-alika
grill and sorme sspecks of the fan blado de-
sign, the Turbe Fan differed stgnifieantly
from Vormado's fans in its overall confipura-
tlon, iz buse and duet stmeture, i3 centar
knth, teon colors, packaging, lbeing, and
triee. 8ee Appotlant’s App. b LLO0 (Iam. &
Oreder). The box in whish the Turbo Fan
eomme had a crele et ost of the (bonk 39 that
the zrill deslen ghowed througo znd Was
ariphaslzed when the fan wos displayed in its
o, :

By Movembor 1982, Dotracraft had seld
nearly one titien Turbs Fans in the United
States, The Turbe Fan was the company's
ancond-terrest-selling househald fin praduct.
DgfricE ceasrt’s findingn

Varnado swed, alleging that Buracralt kad
intentinnally copied Vormados gzt design,
kit foth sides agreced that the Turbo Fan did
not infringe Vornado's patents,  Vernado ar-
rued during the bench telal fhab the ke
wines in the "Patented AirTassicy Gell'
were legally nenfunctional, which they had to
be in otder bo-be protected ps trade dress
vnder dection 4d3ek

The district court found thut the spirsd
el wis functionol jo @ by sense ok not in 2
lepgal sense, based on cur definition of trade

3. In Bamswlel, we sxmied 8 length the g
gulrement that a prodest featuec design L

nuabuncienel befoce i con qualify far wrademark -

or teade dress protection.  We found thot the
comeshaped caver of a spin-cas fithing mel wos
nanfunctional, beckyse compariars did paot reed
13 use 1t im ordar 1 ake an equally competitive
produgt,  Qur Jdefiniton of fuietlonatiey relbed
heavily om the exiarence of a sulfleient number of
aleeenoelves. o sbobslluges, for the design in
question, See id, at 518-20, The quesion <f
potenllal ganflige with paccot law was aed before
15 in Faemswich, howover, bogpwss the evldence
concerning an explred wtiliy poient had oot been
mode pert of the record oo appenl. Ses ol at
53t n, 4.

t. Ducaevil contends on sppead thar the gouct
either ceesbopked oo talsunderstond some of Do
racafl's evidence regaeding the grill’s supedlor
cbficiency, Appellant’s Br, at 37 & n 7 We
need nat declfe whether tler courl’s Fasiwal fnd-
iha wes sleacly erroneous, Beomuse we dfecide
this case on a polnt of Jaw

dress functlenality in Eerms of the competi-
tive need to nse a festure. Ser Bretswdce
Corp v Soindl Resd Co, 532 F24 513, 512
(Ifth Cir.1997%2 The district court fouod
that Vornado's geill did in foct parlerm
onlque function in tha way that it shaped the
floer of air coming from the fam, bot the
difference in adt Slow produced by 1§ 03 cotn-
pared with gther fzill desfems was nok greak
engugh for 4 customer bo perogive, 5o ik mada
no camtpefitive differencs.  The eourt dlse
noted that ather fagafble pyill abreedores
coujl e=siby do g3 well on ether retevant
pecformanee Lests, and the spiral grill was
not ghowa to be chesper to manufactuve!

The distyiet eport did aot find enough @vi-
denee bo support & finding of acsthetle fune-
tipnality, a type of fonebonality Dased oo
Jocorativenesa ot attractivenszs, which we
have previonsly recognizad. Brenswdet, 233
F.2d at Gl Mor did the diztter court find
that Doraeraft would suffer a-marlketing die-
adivantags i it eauld nat use the spies) grilld
The court fornd that the grill's value lay tot
in its eperatlonal attiibutes but primarily fn
itz appearance, which the court soid suppests
eomethidg ahont the fan's performance sl
crastively sugpests Vornada's identity.?

The court found that the grill desism was
nantenetional and held that trade dress pro-
tection of nenfunctional preduct eonfigwes-

* bieme nader the Lankam At vwas ok inoom-

5. The coyn dld aot digeuss the evidenoe suggesi-
ipg that, repardless of whether the Patecged Al
Tensity Grill effered any real operetionad advans
e, Vormade's sdeenlsing w0 that efect had
suesceded In copviocing Al Least Jome customers
thae il did, See Appellants App. st 145432,
2774, 26761, 148385, 2700, 2703-05, 20T
o ¥ Voprnade stimulated epobgh cabndber
demend eo ceeake B osubmarkel for fars whhb
apiral golils, Ducacrall woubd b= entitl=d to coms
gete in that submeazhet, a5 well a5 in the brazdser
fan morkel. See LO Pumney C v B0 Lo
Meroairkile Co,, 120 F.2d 949, 954 (Sth CIn 15410
{"[f ... the poblic belisves geacradly that a cer
painn femure edds o oufiacian walue 1o the
goads—whether it actuelfy does ac na—and will
be matxcialiy [nAueocsd to porelase them oo
thzt bafis, aver ather compatilies pools inothe
market, it will Ba hedd ko be Bwpctional ™)

6. e nome Varmade™ B a cerblustion of the
wordy “vortes" and "wessade,” anf the court
Found thal the spira]l desige eveked a mental
pictace af facs bvp conces.




- PRy

e - ;

S
HE P

ey

"-:'l-ﬂl;j:f: 3

T
Pyl

e

L i

Ll

1502

patible with patent law. Tle coark farther
Epund that the grilt desigh wad 4 EUEERSEVE
aymbol combined with n Geviez, and thus
snherently dlstinetive, R that no shewing of
secnnfary  mesndng  wod remilted’ The
curt found that consUmEEs Wars likely to e
pomiused by Dauractatt's use of 2 sinitar grill,
and granted Vormada tn injunckion huk RO
damares ot the Beetlen 43(p) claim.?

Dunrgeraft contanda ob appeal that 1he dia-
tripk court somomitted legal error jn. 1) con-
cluding thak Varpade's trade dress claim wms
figt barred by faderal patent law, o} vajedk-
ingr Duracraft’s statubory esteppel arpument]
21 conciuding that the spiral grilt could ba &
meyrabnl er deving™ within the meaning of
cophion ASfo) 4) enjeining the use of the
gpiral grill withous proof of secondany mean-
g i ARy rolavant market; B catgluding
thae Duracraft's nontiued wse of the epirel
grill would be Likely fo confuse an ppTRCiLs
kle numnber of PETHOTR and in B istuing
matiotwide infunction afainat monsinued 2ales
af the Turhe Fan, repardloss of how it might
he packaged or Taheied.

W have gongideced all of thi isawes raised
ywy Duraceaft, buk, finding the patent Tawr
wemurmont to be dispositive, WE do not decide
he obher guestiens

DISCTFESI0N

Profeciinn of lroife dreas ynder sactinn HHo)

[{,5] Section 4%z of the Lanham Aet, 13
75,0 & 112503, provides a federal eauze of

7, Vormadn Insists sl il privf that e diswricl
courl mude an atlarnoie findirg of Jcordury
rewning, bul what the couet petiaally faund was
just pn nuspolation belweet he grill desiga mnik
YoenBdn, et ik the primiany slgnifisnrce of 1he
duzlzn dn the condumer'a mingd wis &5 3 bra
ideptiller, earfec than &5 2 gritl 1?: Egoe of
guT PrEviaus LLser oldy heve led ¥ormado e
beli=ve thot mwre sasopiatbon 19 sulllienl s
o5 AMareer el 1 Delruien 844 E.ad 763, T
{104h Cir 1958) {31atlng that 4 mark ot aequlred
spcandary meaning if beoasse af Inng assqeiation
with a peodieet ot firt 3t los come 12 stapd faor
thot product ot fiem In the minds of vhe publich
But the Suprems Doart Yes e clepr that 10e
beut iz the miare Seeingen “primecy glgrifeance”
wapdatd,  See Meffogg Lo, W Maipea] Bisenie
fo., 305 125 1L ilg. 59 S.0u 199, 113 L]
LEd. 73 (1938} (heldlng flint piaioell company
pould pot menapobles nAme “ghre shgal”
tepayse [t had shown anly am nzasceaticm @0
consymers fmbnds of the naota with the COMEps-
ny, not that the rormt primaTy significance 1@

" e
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cetign for unpriviieged {rpitation, [neleding
tyade dress infringament. Hpford Houss
1d. v Haltntark Conds, e, g46 F.24 1268,
vl (1th Qi) coerd dended, 433 1.5, 904,
160 2.0k 260, 102 L. Ed.2d 246 {1086). Tyvade
ireas feptures are these comprising & prai-
uecths ook o1 Image. Britnsnnick, 552 F.2d ak
517, In Hariford and Brumautck, we hebd
that sltiiough in khe pesk, trsde drvess In-
Pringrenent had conztsted of capying & prod-
act's peckaging, “irade dress"  modemiy
pould alge tofer Lo the appastance of kthe
product, itself, As those wp 3385 flETnk-
ctrote, trade dress analysls may be appHed to
n einple feature 0T & combinaton of fanturas®

[6] A plainilf in 2 trade dregs inftinge.
ment egge mosk ake bwe showings.  Fieat,
the plainkiff must how either (A that L=
producks trade dvess features fer Feature)
arm ipherentty distinctive harauae their in-
ryinsle mature is such ag Lo “oimast sutomall
calky tell 3 tustomor that they refer to o
hrand” ar () that the trade dress has ba-
mprne diztinctive \hrouph 2enquisition of sec-
pnducy meaning, so that jlg primary signifi-
cunee 1 the minds of potential cansumets i
no fonger &3 an indicabor of Eomething abolit
the pradoet sl bat a8 an lndieutor ol itk
apuren or hrand, Seg thenfiter, — U5 at
1156 S.CL ot 1303 Twe Pesds, — W.E.
at we—, 112 50L st epeT 0 Meltogn 305
5.5 ap 118, 5% BCL at 13 Second,

yhe enmuwinkng public was the produrer, aad mat
the prosluct). For other capes alsg cielnp e
“prisnary signlficanes” sl Ste (erabirer Lo, V.
Jocobsoe Frods. Ca. — U5, =———p ——y {15
.00 L300, 13038, 13 LEd.Zd 248 (1955): Two
Pasps, Fré 1. Taog Cabane, e, — B.50 —
— . 4, §E2 5.0 2133, 1756 1, &, 120 L-Ed.2d
H15 {1992y Fwdod Lihs,, o, w, fvdd Lapt, fhc.,
LS5 165, 844, 351 o 11, 102 e, 2182, 1197 0,
(1. T2 B2 604 (1502).

4. Yomado £id nat appedl the courd’s wealmenl
of its regiteced rRdemark and vomman lpw
uofekr competillon laims.

2. n Brsmwick, we Found penlecled trade dress
in the conoeshaped saver of 2 apinecast fishing
o=l See 832 F2d 2t 51710, In Harford, the

. promgeted trede Jrete wan 4 comblnation of Len-
iures Ln n surles of greesing cards. See 846 F2d
3t 127074,
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VORMNATH AIR SYSTEMS v DURACDAFE CORF. 1543
i 38 F.34 1435 (10 Gl 1995)

plaintiff must shaw that pobentlin] tustemers
ara likely to be confused by the defendant’s
brade dress inte thinkdng that the defendant
15 affillated, connected or asgociated with the
plaintiff or that tho Gefendant’s goods erig-
naked with, or gre spontored or appreved by
the pleintiff. Ses 36 US.0. § 26,

(41 The producar of an altepedly inilng-
ing product moay defend t0 by phowing Lhat
what the plaintilf is daiming 23 itg trade
drese is fopctional, and tieorefers that Al
sotnpetitore must be perroitted to copy it in
their awn praducts, ragardless of awy predus-
ey-identifying capaeley it may Dogiess. See
Erunsuick, B3¢ F.Bd at 517, 520,

The eotflict beftve 43

Aubsequent to Hordfond and Ertmewdck
the Suprema Court ruled In Bonilo Doats,
I'ne v Therder Craff Bools, Fra, 488 TFE.
141, 10% 8.0t 971, 1B LEd2d SIE (1859),
pharifying that patent law creabes 3 foderal
right tp copy and uag product featores. that
are i1 the public domain, whather undar an
explred patent o for luck of patentabiliey

thi fest place. fd. at 165, 102 &0, at 9ES

utp mips Seary, Rosbuek & Co o" Stiffel T,
376 U8, 225, 28933, 34 S.Ct. T, TR, 11
L.Ed2d 651 (1964) Cempoe Corp, ¥ Doy-
Brife Linhting, fac, 375 US. #a4, 23720, #
S0t TR, i51-93, 11 LBd2d 669 (1954}
Duracraft scgues thot Borile Books meand
that usaful product feathres, whish entprise
utility patent sobjet matier, may net he

1. tn lts maclon fer emecgeney LAY renling ap
ol and dn des reply bylef en appeal, Duracralt
muestloned whether the Supreme Court's lan-
guage i Tvig Pesar —— U5, a1 —ae, §L2 500 AL
296%, requlrgs us 1o chenge cuT halding &
Frudswick, £32 F2d at 524, that the burd=n of
proof regarding Eanctionality 15 oo the defondent
in an wntoglatered trade dress [NTEREEMEnt Case,
Durapreft [obled o moise the burden of preaf
[esua i lis opening belef on appeal, Bnd thus it
hag waived the atgament, sa wi &6 nat eench the
quesllop. Sz Fasar Fise B Caspcly €00
Mlopt, M F.id 97% 988 o T {10ch Cir.d954)
teliing Headrick v Rackwell Infd Car, #t B.3d
{272, 127718 (b Cic 409aT) Aberarambie w
City af Catnasa, Okl 996 F.24 1228, 1230 £10Lh
Cir. 19503,

1. Noedowe need to take & position e wilsether
wLlllty patents slhodd be wjewed dillaremaiy than
dezkgn paletits, 32 GmM= CAUTLS have held. Ses

protected as frademarks or trade dress gad

Eherhy be permansatiy monoplized by &
aingle prodkeer.

Varpado roplies thet there = no problem
o inconzistency in its ability ta obain hofh
prteat profection for its Fan in tote and trade
dyess protection for it spiral grilt. Vorpado
arpuss 1) §hat of the maln Supreme Cionart
cages an which Duoreeraft relies, Seers
Compes, snd Sewits Hoala wve all distin-
guizhable, and Helagg predates the Lanham
Act; 2 that fhe Supreme Ceurt and Con-
aress hoth have said sectien 42(2} applics to
product shapes; and 81 thet the funetionality
doatrine properly recondles the Pelent Ack
with the Laghem Act, for if @ product featars
s niot pecesagyy to eompetitlen, no patont law
purposs is served by allewing It 1o he eopiad.

We find each of these arguments wanting.
At the same time, we necd net rule a5 broad-
Iy as Duracralt would have us da vither. We
need nat doak with whether every usehrt or
potetkialiy parentable praduet confifuration
ja exeluded from trade deess protection™
Vovnedo dpes nat argae tht ita grill was aol
a significant inventlve eompanent of its pat-
eoted fans'®  Without that perticnlar grilh
the Vornedo fan would oot he tho same
jpventlon that it is. We focuz, therefore, on
tha baw with regand to preduct configurations
thgt are patented inventions ar significant
eamponants thereof, and whether these prod-
urt configuratiohd can seive 49 trode dresa.

Eokler Co. v, Mok I, B2 F.3d 632, 63443 {7k
i 11920 LA, Gear, Ter, w Thono Medn Show
Co., 988 F.2d § 117, §L30-31 (Fed Clrl, o, deé-
nird, — B8, —~=, 104 3Gt 23, 126 LEd2d
»an {1993k W.T. Ropss Cp v Reene 772 F.2d
334, 337 (7rh Cirnl988% Jr o Hongwzll, fec.
407 EAd p344, 13d6-3% (C.C.P AL oL i,
419 115, 030, #3 s &G0, 42 LBdL2d 674
(1974}

1%, [odeed, the Fact dhat Yornnda applicd for and
vecriverl 4 Teime patcat broadening ia clalms
wlify pespent to the grill wauld bele any insbgnlf-
canges orpument e Compaoy might make

e district cotr nated Wit peldier pasty Jod
asked the cours te rule on the Vernado patems’
walillty, Appeliond’s App. st 1E5I (Mem. & Or-
derd, and it 6ld not & w3, Qo onalysls applies
the stattpoy prerumpeton of palent validley to all
of the axiaot and expired pateard dnvelved 4n this
sase. Gee 35 BLS.C. 8 23

——
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The stabwde dteelf

The wording of section 43(0) does nok help
us answer the questicn before us. Meither
the lotest version of Ehe stakte nar the
wording prior to the L9858 revision Toakes any
mention of produet shapes or configure-
Homa® We cannot azsumea by the sbsence of
curh referencs, hewaver, fhat sectlon 43{a}
a3 not mesnt fo appiy to thern, becaues
woak of the law of section 43(ap i3 nok ro-
flosted in the utetuke, Justice Stevens has
degorbed 1n prent detail the way in which
the courts, through “judiciat legielation”
have expanded the scope af sactlon 43(a) far
beyand its original wording as a ban on fatse
desipmations of geagraphic avigin, creqking at
lzast a partial federal law of unfair compati-
tior.  Jee Tuwo Pesos, == 5. gt —-
—, 112 B0t gt ZTEI-CH (Stevans, J., con-
aulving in the Judgmenty, see also J Thamas
MeoCurthy, MeChathy en Tredemerky & Ue-
fuir Compelition §§ 1.0002), Z7HIELIL] (3d
e, 19930,

Styrreme Court preceduits

When asked o balsoee the concerns of
patent law against these of unfair cempetl-
. tingt law with respeet bo the copylog of prod-
uat shapes, the Supreme Coutt has ruled
repeatedly over the yewrs Chal the dght 1o
vopy muse prevail. Sor Sonilo Soats, 489
11,5, at 16768, 100 5,00 ot 98f; Sears 36
1.5, ab 24283, 84 5.0k uk 780 Caxepen. 220

13, Frior 1o cowislon, the celevan perfien mead:

o) Any peessn who shall aflis, apply. or
SEREE, oF use in cunnebtlan wilh any geodd or
suPvices, ©F oy conloliul oF tonlainees fur
goods, & False dusignavion of ofigine or any
folse descelpiion or repeesenilon, [nsluding
words o athor symbols eading falscky 1o dur
gerlbe or ceprastnt The same, and sheld couse
such, meads or sarvio b onter (030 COMMmeEey,
and wpy peoon who chall with koowledge of
the Inlsily af duch desdgnation of orlgin or
dercrlmion of repracaiallon causs or Frocucs
e game 19 be wansparted o7 wed it com-
mecer o deliver the same 1o any carrier 1o be
trangpocted or wsed, shall Te leble fo o civil
acllog Ly any persgo deing business in the
[rzalily Ealaoly [ndicated as duae of origin oc in
the repdon i which sald locality la elwiated, gr
by mny perzon whoe belleves that b is or 35
tkely to be damaged by the use ol any sech
false feseripllan oF reprerentatlan

15 UL5.C.8, 8 10250ah (WWest LA,
Afrar the Tevisizn, e 2eetion coad ps follotws:

(ALY Any pesoo wlis, &0 OU iR CORRECEON
with any goods ar services, or any egntaiper
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USRS, at 735, 238 81 ECr at 78021, TE3;
Eelfogy, 905 1.8, at 116-88, 3 S.01. at 113~
15; Singer M Coo v June My, G, 163
114 169, 166, 16 S.00 1002, 1018, 41 L.
112 {1896}

Applying the common Ixw of unfair compse-
Eitich, the Court held in Kelioggy that it was
rot unfair competition for Kellopp Co. to
copy Natienst Dieeuit Cofs pillow-shaped
shredded wheat eoreal alter invsldotion of
the design patent 69 the cereal shape &nd
expiration of the utitity patents for the tna-
chines to make ik, where Kellogr had made
repsonabie efforts bo distloguish [fa predugt
by vsing a different cartow, label, compeny
hame, and hiseult siee, Seo Kefloqy, 305 U4,
At 110-%2, 50 5.0t at i13-15, In Strges, the
Court reachad the same conefusion regarding
the defendant’s copying of Singar sewdng ma-
chines alter thei patents hod expived. See
Stngor, 163 LS, nt 135208, 16 8.Ct. ut 1(E-

13,

Seary and Covepen pittad patent faw's pub-
bic domain. principles zpminst state unfalr
commpsetition statuies with respeck to produoct
copylng where patants hud heen invalldated.
In- botly puses, the Court afmin held that
patent 1awe'a putlie domuin conespl must pre-
vill s unfair competition conserns ahovt
panrumer confusion Wheva those coencernd
arase solely frmem the product copyving.  Sec

fur grods, uses in cohnledee Wy woTd. aerm,
saene, swmbol, or device, or any combinution
thoneod, ae any false deslgnatlon of grigin, lalss
ar mizleading description af Leer, or fulse o
mislendiny representotion of face, whicle—
(A) in likely 1w couse confiesion, or 1o cas
misfake, ar 12 decaive a5 w U olllllatlon,
conneeiton, or asscciation of auch person
with another pecson. or s the arighn,
spunsocahip, of appeoval of his or her gaads,
pervices, ot comptersial acslvliios by apother
peTs0m, or
(8} 1o cammersial advenislng ur promatkem,
mbdrepreacms the pasure. charecteristica
qualitles, or geographle arlgen of his ar her
T gnether pecsen's poods, SECYECSS, O gomr
rerclal aedivitias,
shall Le Tiohle Im o civil action by any persom
wha belioves thal he ar she is or 35 Hkely to ke
dnmaged By such ac,
15 TLS.CA § 11256) (West Supp, i935) (This
civallan also ceflends pacagraphing changas from
o 1982 amendmear. but thol amepdment made
no substantve changes v the wording rel=vant
keesl. '
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CHeaa 8 F3d 1498 (Loch Cin 1995

Sears, 376 U8, at 232, B4 5.0t at T6R;
Cepgren, J76 US, ab 235, 218, &4 &0t at
)

In 1088, in Somito Heses, the Conct et
again addrossed the copying of prodoct
ghapes, and, becauss of the some patent lagr
public domain goneerns, sauek dewn anotasr
state statuke, this one prohibiting the use of
the direct-rnoldlng procesa to copy unpakent-
ed boat hulls, Bonita Boals, 489 U135 et
E—58, 109 S0t st S85.

‘Wornuda wonbd have us jpnore these hold-
ings, and we must schnewledge that distin-
guishing Sears, Comtpes, andfov Seaito Bonts
has become = veribable jwrisprudesbial act
Form it recent years, it which we a3 wetl as
tnamy other courts have eogaged.  Jee
_ Brungwpick 832 F.2d at 526 n. T McCarthy,
supra, §§ T.24[1}17.26(5) {disonssing casesh
Ttalch 5. Brown, Design Protectiot:  An
Owerriety, 3 UCLA LRev, 1341, 1E3A0-62
(1987); Jay Deatler, Jr., Tredemark Profec-
thone for Indestriel Designs, ISBE UL
E.Rev. 557, D624 (dlseussing courts’ vse of
sgetion 43a) be maké “an end Fun around
SecreCompee™). It Thay come w5 N0 SUFRrise
that we sre able to identify distinctions be-
tweian those ¢asns and the ene hefere vs, tie
poat salignt, of enorse, bedrg Chat in none of
the prior enscs did the Cowrt apply Faderat
unfnir competigon baw wndor section 4203k of
the Latnham AckM

To say we Ood distinctinng i3 net the ond
of the stery, however.  Althouph we may net
be gerietly bownd by the Court's holdings in
thege cases, we find it impossitle to lpnove

14, We olso can distingulsh Shieger bueausg it was
Arecided ar a tire when the ot of unfalr codmpe-
tidon was geniradly pagneived 1o require frnudu-
len! pazatng off, and unfuir sompelition law has
sitee cvolved and vapended, so that it mey be
violated without active deceir, wherever o prod-
iret shame has acquired sceandary mmeanlng grd a
liketlhend of eanaumer camfusian |s found.  See
McCarthy, ziepra, § 502, The foree of dis par:
ticulnr disfioctEon ia reduced, thaugh, by the fact
thiat bodh the Supreme Court atd siee pwn eireyit
have abse preserved defendenis’ cight n{lpb:_(
ever where defendants wers found o heve deli
erately palowed off their goods In wn efon w
dreecive cansumers. See Wanre & Co. v SHF Lilfy
& o, M43 5, 526, §31-33, 449 S0 615, 617=
1B, 68 LED {161 (1524); Mdidwesr Plastics Carg,
W Prordehivg Clesures Ce, 103 F24 747, T30
{10th Cir 1950 [quoting Repeolds & Reyrolds Ce.
v, Marick, El4 B.2d 278 2681 (§0h Ce.i9a0h)

the tlegy and continming trend they colleo-
tivaly monifest in favor of the public’s right
te copy. Wa turn, then, to the legistative
history to sce whether Congress has re-
veraed this divection.

Ambipuaye lerislobive history

Congress ackpovdedged and, to some ox-
ek, vatlfied the judislal exponsion of aention
43000 in 1998, when # enacted itz fet com-
prehensive rovision, of the Lanham Ast.
Jomong ather things, Congrees broadaned the
wordlng of cection 4204), but, 23 soted sbove,
Fhak wording itself does wot help ue.

Tha Fenube voport gocompanying the hiit
gxplained that the section was rewsrded “to
codify the interpretation it has been given by
the eonrts. Berausza Socklen $3a) of the At
Sl an important gap B federal unkaie com-
potiilon e, the eommitéee ecpects the
goarts te continue to interpret the sectinn.”
B Rep. No. 515, 10kh Cong, 24 Sz, 40
(1O, reprinfed in EIQY ULS.C.CAN. S5TT,
GADA.

The district court rolled heavily on the
Sanate veport in coneluding that Congress -
toeppded bo mast tradematd and trade dress
ptotestion to honlunctionst prodwct etnfign-
rations.  Thet repore obzerved that the
courts have applied section 43(a) to cases
frepling  “inftingement  of unreglstered
marke, viclatens of trade dives and eriain
nanfutctional configurations of poods™ Id
fernphasiz added). It aleo stated that in the
revised Jefinition of “radetoark,'” the wards
Ueaymibrol ot device” ware vetained "sg as oot

Feltope, S=ars, nrd Corppen are distinguishable
an 1he bosis that nalllwe steandary meaning oot
inberent diFinctiveneds wed [@und in these cases,
wheraad ib pur egse the diseciet court Pound
nherent disdoctivoncsa,  Awd, Koally, i s peosss-
ble o distingeish Bonirr Seals on the grounds
thot the sralute struck dowm Lh that cape offered
bepader protection @ product shapes than doos
§ 4ifa). See Fohizn 12 Fad of fd]-d2

15. Duracenft bares 4 arpument on both the Fac
ent Classe, 5, Const. a1, § B <L 8, prd the
Patent Act of 1982, cedified s amended st Tilde
35 af the T.5.0ade. We Jo not addeess the
coqatirullona]l orgumend, lowever. upless this
case canont be rosolved as 2 maver of sloiutocy
law, Jean w Mefron, 492 LS, 844, 854, 105 500
2992, 109497, B6 LEd.2d 66d {L953)
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tg preciude the registratlon of celars, shapes,
sounds er confrevalions whers they flone-
Howt mp trodenerks’ T oab dd (1986
8C.0.AN, = FADT {emphasls addedh

The dlstriot cowrt read tog moch Lot this
repart, We cannot eenelkede that becawsze al
the Lime of the repart, “certain nonfiunctionst
confipurativng of goods" had reecived trade
dvess proteetion, Congress was saying that in
tha future, 1l such confipurations showld i
A= of 1088, when the Benate veport made s
abeereation, we are unaware of aoy legel
preaedenis upholdiag protection o those
pefancHens! configuretions eovered by utilk
by patents. But there was cose |aw denying
protection to o elosely related type of noa-
functional design.

T It ve Shokespeare Co, BRO F.2d 508,
8, 45 CORA 089 {19613, the Courk of Cus-
terna and Patent Appeats denbed trademark
regizteation to o recognizable spiral marking
on Gshing rods that resutted feem the appli-
cpot's patented methad for makdng the tods.
The mourt held, o: a5 matter of pokiew, Lhat
even thouph the spivsl ensrk ieelf was non-
functional, protecting it ws o tradcinork
wauld itopermissibly interfere with the pad-
pat law. Other competitory either would not
Lu ablte tp wee the putented menofiotiring
preacss after sxpivation of Shakespeare's
poteats, or they would have to go to the
teowble of removing the murking, fd

''he Senute report never cven mentlebed
these patenk law coneerns, lot alene purpert-
ed to addreas or reselve-them.

Fauctionality doclrne An incomplale an-
s

Ty intarpret the Senate report ps hroadly
an, Vernade would have we do, wa wqubd akso
have to Jgnore Ehe stronp possibility that If
ongress thought et all aboud patent palicizs
in 18EE, it asqumed Fhat any preduct gqualify-

16, Voymzdo slmilarly deawa teg moch fzom 1he
Yanguags of re0 Suprema Court gases i edwa, It
pints 10 Tivo Pasos, == 115, &8 o, 0 3, 112
S.CL at 2788 n. 1, wheee the Coure adopred a
Acfinition of rede doess thar ncfuded pro<uet
shopes. and to Bating Faers, B9 108, ac (4, 106
S.0n mt 963, where (he Coort nowd that in
§ 4505), "Congress lima fws given ledeeal Tocop
mitlon to many of the conpems that undedle the
stats rart of unfoir cenizedlclan, ond the wsilce-
fion of Segrs z0d Carrped 1@ nonfunctional as-

ing for a utllity pateot wowld automatically
be fubetional, It woold have been whdar-
standabie for Clongress b azsome thob a
nonblnetionality reguirement wonld elingnaks
sy poasitle condlicts bebtween the Lanham
Aot xog the Patent Act—at teukt 22 to utillky
patents—given the repested Statements by
various pourts nnd cornmentabors that fiene-
tiotality dootrine faa precizely thak purpose
otd eifecl  See Ragers, 778 FBd ot 33T
Sylwerie Eloe, Prods, e » Thog Elgo
Lemp Co, 247 F.2d T3¢, 748 3d Cirl20T
MaCarthy, supre, § T281); Dratler, st
1538 ITIN L Rev. gt 528, 988, Sul gee Ralt-
lay, 12 F.0d at 645-50 (Cudahy, J., dissent-
ingdy Fereari 8P4 Eserrizio Foltiche Al
fanobili £ Covze 2o Roberts, 04d T24 1235,
1252-5% {Gth Cir TOLL), bt develed, — U5,
e, T8 8,01 2088, 120 L.Dd.2el 550 {1502)
(Kennedy, b, diszentingh It even appearg
that at times the Supreste Conet may have
made the sume assumpiion. Ses {uofiter
— U5 at =, 115 500 at 1304 Fordte
Bauts, 489 11,3, at 16657, 100 5.0 at 985
86 Trweod, 456 15, abt BGE, 02 S0 ot
2193 White, J., concuiting im rosplk).

Despite what appears t3 be a widesprewd
pereeption that product configurabions oo
ered by ulility patents wee sutomadleally
functioeul for Lanhsm Act purpases, the dis-
triel coutt in our cuse ablr domanzteuiod that
thlz iz not o, Confipurationt cucl siroslts-
peotsly be putantably winful, novil, smd aon-
obvaons and alse nonfunctlogiel, b tende dresn
parkinme,

This is the case because to moet pakent
law's woefulness requirerment, a product need
nat he betier than other altecnathies or es-
settial o competition,  Stifeg 1 Reniakow
PLC, 245 P2d 1193, 1130 {Fed.Cie 19910 7€
alen Kohler, 12 FAd ot &9 (Codahy, 1,
dissenting). To obtait » utility patent, an
inventor nead only show that an inventon iz

pects af a grodfuct which have been shown 1o
identify source must coke nreount of campeting
Federal policias v chls rugesd.”  Although both
CO50F sUpPeet the nasion chat & 43(nf wilt prolect
some nonfncioral cosllgueoclana, neither e
quices pratzetion for sl seeh canflguroiions. i
determinlng whether the bpe of conilyucesion
before uz abould recedve srade dresg prateciion
we will fallew the Courl's Instruction and ko
pecount of campedng Federab pollcies in this e-
E[“_dlrl
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VOHRNADO AIR SYSTEMS v DURACEAFT CORP.
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Clioas 36 FAQ 14376 (o Cie 1999)

13 wgeful [n the sense of cerving some ldenti-
fied, Deneficisl putpese, sad thon—moch
move diffiode to prove—that it 15 2) novel,
ig, oot previowsly koown, and 3) nonchvios,
or siffeienily inventlve, in hight of prler ars.
Hep 56 U150 55 109-103; Ponald 5. Ghl-
sure, Potends §5 201, 481, 541 (193,

Functionality, by contrast, lias besn de-
fined both by our cireult, and more recently
Ly the Swpreme Ceurt, in terms of competi-
tive need. S Guoliter, —- U5, at —=
——, 115 3.0t at 180447, Horford, BAR
T84 ot 1272-%4; Brunswich, 932 F2d at
5iB; see olan Resintement (Thind) of Dinfair

Crmpetition & 17 & cmts. & & b (1885, If,

competitars need bo be able fo use a particu-
Jar configuration in order o make an equally
competitive prodact, it is finetional, bat if

they do hot, it may be uchfsnciional. The

avatlabilite of equally aptisfactory adberma-
tlves for a perticwlor feature, amd not ita
Inherent uzelulness, ia often fhe fuleour. o
which Lanham At functionalisy amelysis
turos,

As some teurts have explained the compet- -

iHve neod teat, it coneelvably could allow ome
predueet b permaaently appropiiate any
distinetive patented foventian for exciuslve
trademack or fde dress vie 33 3don a5 s
patent axplred and anffeleot alternetives be-
enrme Dvatiahle to mali: the inveotlon no teog-
er anc of 2 few superior designs, Seg Clany
Mp. Co. v, Enee My, Co., 5i0 F2d GEE, 10—
17 {Oth Girl, eert. deried, 453 165, 572, 110
8.0t 202, M7 L.EA.2d 155 {1583 [ ve Basr
Corp, Ti2 F.24 BAG, 872 (Fed Cir1986% In
re Modon-Norwich Preds, fne, Bl Fid
1552, 1599 (C.C. A LGERY T we Crin? Covp,
15 8 P.Q2d £324, 1288 (T.TWA.B.1900; A
Samuel Oddl, The Fuictons qf FPencbisnali-
' 1 Trodemark Lo, 22 Hous Er. ey, 855,
4243 (1085), But ser WeCanhy, qupno
§ 720 [Funchisnal patent protection eod
trudemark protectfon are mubually excii-
skve"). :
Reconeiiing heo federal sialutes

Civen that the functisnabity ductrine does
qgt. eflwinabe overlap between the Patent Act
and the Lenham Act, we must declde wheth-
er Vornado is right that this dockringe never-
theless shoutd be used to lmlt patent law's
pubile domain.

. ke A ose”

Twecpt to fhe extent that Canpress has
clearly indionted which of two statutes it
wrishes ko prevatl in tha event of & confllzk, we
st inkerpret and apply them in a wpy that
preserves the purposes of both and Fasters
harmony hotveen them. See Digitad Boudim

Gorp o Desklog Dirset, e, = U5, —y .

— 114 5,00 1992, 2002, 128 L.Ed2d £42
{104 Heotherkood of AR Trofomen o
Chicago Fiwer & fndigna LR, 463 TES, 40,
4042 T 200 635, B40-dl, 1 T.EAEd 522
(1857h, Vheve, == hers, Doth cannok apply,
wit 1ok to thelr fundamental parpozes to
choose whirh one touat give way,

Furpoees of the Patent Aol

First, patent taw soeks to foster and re-
veard invenbinn easend, it prometes discke-
sure of inventians to stimulate forthet in-
novation and te permit the public ko prac-
tice the [nrention once the patent oogpires;
third, the stingent reguiraments for pat-
ent protertion seek bo aszuee that ideas in
the publie demain remazin theve ior the
free 19 of the public

Aronzar o Guick Point Péncl Co, 440 US,
oa7, 063, @0 5.0t 1006, 1099, 8% L.Ed4.24 204
{1579, The “genterpleee of federat pabent
palicy™ is ite "ultimate goal of public déische-
Bonifo Heets, 458 LB, at
157, #09 520t at 930; spe afeo id. ab 146, 161,
1% 5.0+ at 875, 917-T8; Coldstein w Calis
[frenia, 4F2 T1.3. B46, 562, 92 5.0t 2305, 316,
57 L Ed2d 163 {1873 Seott Poper (oo o
Mevealow Af Co, 328 118, 249, 255-56, 6B
& 0OF, 100, 106-05, 90 L.Ed. 47 {1945); Stngen,
163 U1.8. at 185, 16 5.Ct.- at 1008,

Vorpedy stupgesta Ehat po petest law pur-
pece i3 eerved By 2lowing copying of produck
annfiguratlons that ars not Aecessary to com-
pebitien. We eanaot agrec. We find no sup-
port in the Patent et [self or its applicating
Far the preposition that the poatent zosls are
{imltad to enbancing competition, at least in
the divect sense. To the contrary, patents
cperate by temporarily veducing cotnpetitlon.
They ereabe monapelies to reward inventors
wltn invent ' “things which are worth to the
public the embarassment of an exclusive
potent'™ Grohom v Jokt Deere Co, 203
1.8 1, 9, 86 5.Ct. 584, 660, 15 L-Ed2d o
{19681 {quoting Thomas Jefferaon, authar of
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the 1788 Patent Act). Although cémpetltion
ultirnately ey be enhanced by the nereased
produet euppky that resukta from operatlan of
the patont law, the systems more obviona
ohjective fa to give the public the benefiks of
teahnalagical progress.

In this respest, it &8 sipnifieant that the
framers of Ehe patent gystem did not require
an Inventor to demonstrate an inveotien's
superiority {0 emsting products in ordear to
qualify for a patent. That they i not do 30
tells 115 shat the patent syatom secka nok only
stpecior invertlons but 2150 & malkplinn of
foventions, A variety of oheices @ more
fikely to ertiefy the desives of s preater
aumber of canauriete tham is a gingle ot of

. products deemed “optimal” in some average

eenee by petent examiners andfor fudges,
And the ablity te intermilogle and exteapo-
laba from many dnventors’ sofutions to the
same problew i85 more Ekely o lend o B
ther techuolopicy advances than 02 2 alngle,
Uhear approach seeking to advanee ane "uu-
predor” line of pesenrch and develupment.
We conchude that patent low seals the inven-
Einn and the passing into the public Jomein of
gven whnt trade dress Iaw wostld conuitder
napnfunctionul inventinos.

Allowltig at inventot Dotk patant and trade
drass protectien 1n o conliparaton would aot
acoessaridy ImbilDlt lnvention direotly, it
the oppoeite, thiz doublz benefit would probi.
by Increose an inventors divect incontives to
parsue an idea.  Bub the Inventer's supply of
idena itaetf and freedom to experimant with
them right diminish U fhe inventor had to do
i mmpetitiva market analyziz befors adopt-
ing waafip] features frpm gthers’ inventions
gnge their gatepts expired, See Bonils
Bty 488 TLG, at 18168, E09 B.CL st SE2.
53 (stabimy that federal patont schome allovs
publle to asecrtain siaktus of Intollectnal prop-
erty embodled In & manufeetire or design,
and “[t]ke publils may roly upon the Task of
nokloz i oexploitlng shapes and desdphs neces-
sible to ofl")'"

As to the eecond patent law ohjective, an-
couraging public disclasure of inventions, it s

17. While 1th= I'rim‘.'i_pa.l Register of imdemacks
[:!m‘l.'h:[-:t simjlar attice 19 the '|'.-1_|.1llii: lac rEgis=
teeed trademacks, 15 TI.S.C, & I072. tende dress
is a much mere nebulbous concept, not subject o

not Emmedlatsly apparent what edfeet, if any,
the frada dress protection in question would
heve, Butb this soze elearly showrs that Erade
drees protaction can divaetly interfore with
the public's ability te practloa patentsd in.
ventiong afrer the patents hawve expired, and
that It underminas the principle that idess in
the public domalt should stay there. W
conglude that the Ingbillty freelv in copy
sigmificant featurea of patented products afs
ter the patents expive impinpes serouasly
upbn the patent syatem's oowee ooaks, oven
when those features are not nepenspey to
cotapetition.

Purposes of secticn 4300) of the Lonkam Ad

The qore coneepts of fradomark protecton
are that consumers net be eonfzed, misled,
or deceived a5 to whose product they are
buying, that zellars” goodwill—ar inveatrsnt
in thoit repotating for qeality—he pretectod,
abd thot competftion thereby ke erhameed.
Jee Park W Fig, Tue o Doller Purk gl
Fia, e, 469 T3, 189, 198, 108 5.0t 658,
Gid-G4, B3 L.Ed.2d 382 (1983, “[Tihe peo-
toction of ttademmarks and ttzle dres: under

, oAty aprves Lhe same Stetatoby phrpoee of

preventing Joception std unfair eompeti-
ton”  Fuw Pesow, —— (L8, 4t =— 112 5.C¢,
at 270, Becwuze teilemarks prometa eom-
petition and procheet quadity, “Congress de.
tenmninad thet 'a spond public pelioy roiqgelees
that trurdeniurka shauld roogive nakionalty the
grenbast protaction bt con be given thom. ™
Pork W Fiy, 469 TS, st 143, 105 5.Cr, at 661
{peotfay BRep. Moo 1338, 78th Cong., 24
Sesz, 6 (196), reprinded in 105 5005
IET4, 12770 sec alee 1B QIS0 4 1127,

Cleaty, gy Umitetion en the ege of mrod-
net designs ma protoctod Lrade dress will give
trxde dresa lesg than "the preatost protection
that can be given." Fark W Fiy, 469 1.2, at
188, 100 5.Ct. at 661, But this statement by
the Cowrt quobea Erom the 1046 Senate ro-
part, and we cennnb pazume that Conpress n
1346 intended o be a3 expanzive v s pro-
tection of product configurations as in its
pretection of traditional ward or potaee
tredemaris. At thet Bme, cection 43(a) was

registmation, apd ap inventer may kave diRiculky
determining whether somegne 45 clodming ony
given produel shape or confipuration Ba it pro-
teoied irade dress,

o T RgTg Tt o,
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VORNANO AIR SYSTEMS v. DURACRAFT CORP. 1500
Clee s 50 F.2d L3933 [LOch CLr. 19593)

re Deister Concontinter Co, 529 P24 496,
B03-05, 48 OCPA 392 (1361). .

nnt vigwed 03 2 hroad federal unfr compeati-
tion provision covering predect eonfigura-
{tong wnder the mbric of trade ceeea; that
glosa waz added later by judges. See Tiw
Pagng, = 158, at —————— 118 3.0t ot
26265 (Stevens, J., concurring I the judg-
trent).

The Aepree 1o which 1 produccr’s goodwilk
will be harmed by the eepying of product
configurations setrelates with the degree of
consumat ¢otifislon as te gource ar sponsor-
ship that s liely Ep vesnlt from fhe topy-
fnel® We do pot doubt that at least some
conzurmers e lilkely ta ignore product 1akels,
hamed, and peeiugedne and look only ko the
fasign of product features to tetl one brand
frpm anothey, These conaumers arg ikely 1o
be cenfuzed by similor produtt designs, and
tor this degres that this confuslon is telerated,
the pedls of the Lanham Act will be undar-
mnied,

Sut the Lonbam Act, like comtmon-law wn-
[l eontpetition law and most state wofair
campetitien gerbutes, has aever provided ab-
solute probection sgainzt aff eopsumer confu-
siun fa to souree or spehastship, Fer (s

Airat ffteen to bwenty voars, the ack was nok

cven applbed te the shapes of products or
thair comtsiners,  Sea Melarthy, supen,
55 1,04[3), V.41, 2T03[1)E0). And even after
it wus, courts eopnsistently denied proizetion
apuinst that dopree of confusien eaused by
the ceping of fsnctional configurationa.

A= a pragkleal macter, the fate of nonfure-
Honal confisptrationg within patentad prod-
ucks has ravely been the ssbjfect of legal
anglyeis, because courls often have found
such dazigns te be functipnal. See, eg, fnre
PBoee Corp, 775 F2d at 872-T3; Nae By
fend Butt Coo w fmt? Trade Comm's, T6G
F.2% 874, 377-19 {Fed.Clr.1983); i ve Hol
Rwender Afy. b, 611 F2d 1186, 118720

- (CORALFTE; Best Lock Corp. v Schioge

Fock O, 418 I'2d 1195, 1199, 66 CCPA 1472
(1960 fr re Shenenge Cermmics, fre, 362
F.2d £57, 201-02, 63 CPA 1963 (1966} In

18, This is so becanse unfalr competition law pro-
tecns enly the geadwdll a producer has attained
vidye of i pepuatetion for quality, set zny
goadwill (hat inheres in the product [self, IE
poapln Ilke o partieufer product regardiess of
who preduces it st type of “prodoct goodwltl™

In two appeliate derisions where courts
have renzidered nonfuncbonal designs that
wara part of utlity=patented products, wa
Bnd an even spliit.  In M re Shokoapers, 230
F2d at 608, the Sowrt of Cuskoms and Pak-
ent Appeala vpheld patent low grenciples and
refuzed trademark registration. In Olzmp,
T F2d st 61617, the Minth Coreuit wphetd
the disflet court's Onding of madermork ata-
tus for the nonfunetionat dasign of a “C'
elomp, The Ninth Cirewit appears to have
aszumed without dlsseesan that all nonfke-
Hanal prodact confruratione san beo vaod as
teademarks or trade dress—an naswmption
which, 23 noted abeve, we do not moke.

We recognize plso that copaumer confusion
resuléing from the copwing of produch fea-
fures i5, in some meseukre, a self-fulflling
prophacy. To the degree that nsafill produed
confituratlens ave protecied as [destifiora,
canstimets will cotme o voly ot thet for that
putposa, But if copying ia aflowed, thay will
depand less on product shopes and tnore on
Isbels and packaging.

We conclude that protecting apatnst thak
tdepres of cansumar confusion that may qrise
[eotn the copying of configurations thak are
sipnificant parts of patented inventions is, at
hest, 8 peripheral eoncern of eaction S3(s) of
the Lzohem Ack.

Concleafon: Solercing compeling policies

Given, then, fhat eore patent prinedples =il
ba shirmificently wedermined If we do nob
alit the sopying it question, and peripheval
Lanhas Aet protections will be donied if we
do, our JnsweEr aeema clear, Much has been
sald in this snd other section 43a) cases
about whether 2 second competiter noeds to
use a1 particular product deslim ta eompats
ofiectively. But whers Lanham Aet foziz
ora not the only ones at stoke, we sost elap
examing the degres b0 whish ¢ flret competi-
ber needn to uee 4 asefu] prodock fenkture
instead af something else—a name, 2 label, a

iz somethiog all compotlvaes aee enlisled to op-
pr{lprlml QACE anyr .applii:ar:!-n Falocnks l!.lp|f|!'.
S¢ Kelfoge, 308 TS, pt 121, 59 S.Ct, at il&-15;
Verst Prods. Co. w Bifold Cao, (), 30 F.3d 189,
247 {3d Cir19esl

oy
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packaps-—te eatablizh itg boand Gdentlty in
tha first plaes

Tt would defy logic fo BICUmLE thet there
ara ngt akmost slwiys many T WeyS bo
identify & produst than there are Wayh ta
el S Se fn e Water Graaulin Cr,, GE5
F.2d 341, Ban (C.C. P LEED {"[4] merchant
whn wishes to sat himae¥ apart hag o
dearth of means to'de 2"k Ang if one of
the wavs bo configurd the preduch itself has
beon dectned Imporant enough Lo the ad-
vanca of technolegy for the govirnment 1o
guank o utllity pacent, \We miyst Timd B3 value
RS & prodact Terture pxppad [ts value A2 3
brand idenkificr in all but the mast unizozl
¢BIEE.

(%] o hold that whete 4 dizputed prod-
net poofiguraklon is part of & alaim i o atiliey
patent, and the sanfigratiog is & deseribed,
significaot Lnventive aspect of the Lnventiom,
qor 95 50, % 118, 9o that without it the

imvonvion coutd ot Faidy be astd to be the

care Lhvention, patend Jaer prevents it pre-
enction, qs trade deess, even it the een]igmr s
ejgm L metiTunctional

I future gasen, the contribotlon of @ par-
yipulay configurution to she inventimencss ol 3
putontod produet may odl ilwaya he ebadr,
il we e nok wikh o Tnde ok the jpoupsibility
thab 8 Cdert appropristely eenduct o
favtual inquiry to sepplement [t reuding of
the patent’s cliims and feseriptions.

Gut in thiz vase, we do hob find t peces-
gary ko ramand for syoh an inguicy.  Yerna-

2. Although a producces may find efficicocha Lo
aombinlng the brandsidentifying fungion with a
proelyet' slicnrian Fuocgon by wsing 2 usebul
produgt featuee 25 2 urademork e Lrade droa,
we aceord hls type of elfcieacy lierle welght.
Altiough the efflcient combining of Torm and
[unctlon is at 1he Jeort of gead indusirial deslyn.
penmoting it i3 neka Lanhain Ace ohjectlee. Eor
djsruseion of the repmated, wisyocessiul wkempes
ayer e pears to persuzie Congress b pats 2
guieral indusirisd deslzn pratection bill, see Boke
jla Fogrs, 489 THE a1 LaT-53, 16 5.0 m i H
[heraees Pracds,, Jred ¥ Jay Plasric Sriers.. Ll A3
Ed 1431, 1446 (3d. Qin 1974y Bodwn, sLpnn
34 UCLA L.Rew at 1265-9% Breder, s
[958 LLAEH.L.fuev. at BES. ag4-03.

0. We nota shal aur resplutdnn af 105 ssus wil
qveid any confusion as 10 the Tighl to <opy 2
patented |oventlon wiilch empy arise dy wirtic af
the Loyt that o leatum: con exwbtch book and faoh

dir included the arckate grill vane sbruetivre
ae nn alement of its patent cleims and de-
zoribed the conBgpurakion #2 providing “an
gptimum ol fime”  Then, sfter the st
patent izaued and Vorpads  gubsoguently
toond evidenee that other guill structures
worked 2z well as o better than the splral
greatl, Yornado did not repudiate ot disclin
In any way the griil elument of ks patent.
Instend, Vernade scught apd reseived & rals-
sue patest thet expanded Qt3 clajms wikh
respect to the geill.

Evon if we discount entlrely Vornade's ex-
tensive advertising campign smohasizing
the frportaace of tha “AlrTensity Gudll," this
patant history on s face shyEates any mend
for » remand on the questlen of lventive
gignificatice. Wa slmply take Vorswlo at s
word. Becuuse the “Putonte! AlrTenzity
Opifi* 1 o slpnifcant inveative pletnant of
Vorawdle's patente] fams [ canest L mro-
teckedl s trade deess,  The district mgrt's
crder s REYERSED.

-

heottween being Munctionnt and nonkorgticnad with
L wgaries ul the meekalplce, Cpare e e
Haoneawall, fricy & UE P24 16400, Esda-05
T T AE1988), wirr Tu xe Frouwaretl, e, 532
F.2d 130, 182-83 (oA 19Ta),

1t alin avoids poAsotial prokleem scenpried In.
which a eommercigbly unispariain bk parented
conll purativn |5 deermnsed nolunstinoe] and Cegpis-
bl Bs o trademack, #rd then latue, Trepante of
a changs i the direciion ol cesencch and devel-
opment, Lnyentons wish po 1ie 1T ot wechnalogy
daught by 17 expired pass Bur cannul, Bacadse
o tiie pademark. T Fourth Ciccuit has held
thzt oage & Wademark Deconles incongsiahls, it
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L INTRODUCEION

e

i. This complaint is fled by Vornado Air Circulation Systeins, Ine., {“Vormado™}

pursuatt to section 337 of the Tartif Act of 1930, 2= amended, 19 11.8.C. § 1337, based upon

certain tortious acts, including without limitation, patent infingement, untfair compelition and
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trade dress infringement, baged upon the actual and threatened impontation, sale for importation,
andfor sals after importation into the United States by proposed respondents Helmes Prodicts
Corporation {"Holmes U.5,A."}, Holmes Products (Far East) Ltd. {“Holmes Far Bast™}, and
Holmes Products {Far East) Litd. - Taiwan Branch (Bahamas) {"Holmes - Taiwan"), {collectively
refeered to as “Holmes™ or “Respondents™} of certain pn;.rductﬁ, fans and heaters, that include
spiral grill, including certain ducted fans and components thereof, which nfonge VYormado's U.S.
Patent Ma. Re. 54,551 {“the Re. *55] patent'™ {Exh. 1), and Vomado's distinetive spiral grill
trade tress tights. _ _ Co

2. Vormado Alr Clremtation Systems, Ine, (“Vomade™) is the owner by assigument of
the Re. ‘551 patent. See page 12, paragraph-dﬁ, below; Exh. 2. (See also Appendix A, file
history of Re. *5351}

3. Byvirtue of its manufacture, sale, and use in commetcs of Fins, heaters and other
products including the spirat grill design, and s use throughout Vornado's adveriising, Vornado
i also the owner of fphts in the trade dress associated with is distinctive spiral grill desi 2.

4, Heolmes, a direct competitor of Vomads, is 2 multi-million-dollar company and
maintains that it has the number one market share in the sale of fans, heatess, humidifiers and air
purifiers. Exh. 3 at Tab C,

5. On infbrmation andf_eiief. since approximately Summer 1999, Holmes has
. impeorted andfor soid or offered Eﬁic in the United States ducted fans which infringe at teast
claims 3, 21 and 22 of the Re. *551 patent, and fans and heaters that inelude a confusingly
sitnilar spiral grill design. )

. Holmes' infringement of Vormado's trade dress associated with its distinctive

spiral grill desipn, combined with its immense manufacturing capacity and marketing power,



threatens Vornado's ability to effectively market in the Uniled States, and sedl its fans, heaters
and other products that include Vomado's distinetive spiral grill desipn and threatens to destroy
or substantiaily injure Yornade's business in the United States in viokation of 12 T45.C, § 1337
(){1EAND). The manufacture, importation, and sale of at least one madel of Helimes" fans in the
United States, nomely the BLIZZARD Fan, Model # HAOE-90 (Physical Exh. €), also infringes
Wornado's Re. ‘551 patent, and such infringement is a violation of 1% ULS.C. § 13537 (a}{1)(B).
Attached at Exh. 4 is a claim chart showing such infringereent.

7 Vomnado therefore requests that the Commission institute an investigation into
Holmes® unfar acts of competition and patent infringement and requests permanent relied,
inctuding: (a) an order or orders excluding Holmes'™ ducted fans apd componants theeaol that
mfringe Re '351 from entry into the Ueited States; (b) 2 cease and desi.st order or ordets
nrohibiting Holmes from importing, assembling, testing, seliing, affering for sale, demonstrating,
using, or assisting in any of these aots within the United Stakes as to Holmes® Mﬂnéing ducied
fang and imported components thereof; (¢) an arder or orders excluding from entry into the
United States all of Holmes' products that infringe Vomado's trade dress dghts in its distinctive
spiral grill design; and {d) a cease and desist order or orders prohibiting Holmes from impﬁ-rting,
assetnbling, testing, selling, offering for sale, demonstrating, using, or assisting in any of thase

acts within the United States as to Holmes' products that infringe Womnado's nghts in its
. _ '

=

distinctive spiral grill design.
[I. COMPLAINANT
8. Vornado is a privately held Kansas cotporation having its prim:ip'iﬂ place of

business 2t 415 East 11" Streat, Andover, Kansas 67002, US.A.



2. Vomado desigus, manuf’ﬂc:nu‘Ts and rrarkets proprictary consumer air
circulaterfducted and esciliating fans, heaters; hurnidifiers and air cleaners, and is & recognized
leader in these industies. Exh. 3 at Tab D. |

10, VYermado's current product line consists of a vanety of fans, three heaters, two
humidifiers, and three air cleaner systems. The fang inctude the Yomado 28085 Classic Alr
Circulator, Vomado 280CSE convertible air circulator, the Vornads 510 compact air sicsulator
(HCR1-0005-01), the Vornado 550 compact air circulator (FCR1-0001)(Physical Bxh. A), the
Vormads 610 whote room circulator (#CR1-0021-01}, the Vornado 615 pedestal air circulator
(#CR1-0027), the Vomado 710 whele roon air ciroulator ($CRE-O025.023, the Vomado 750
whole room air circulator (#CR1-0023), Vomadn 770 AVS Automatic Varzble Whole Boorn
Afr Cirenlator (RCRI 0024 06), the Sikver Swan Deco Oscillating Fan ($FAL 0003 13}, the
Traditions Table Fan (#1020 7081) and the Traditions Stand Fan (#1025 708E), The Vormade
heatees nclude the Electronic Vortex Heat (#EH{-0005-04)(Physical Exh. B), the Vormado
Vortex Heat {(#EH1-0001-01), and Traditions Heat (#EH1-0011-09). The Vornedo Vortex
Humidifiers are availzble in a 2.5 gallon multi-raom capacity (FHUL-0006-11) and 2 4.5 gallon
whote house capacity (#U/1-6007-11 and HIF1-0009-11), Vornado makes three models of air
cleaners that vary it size: The AQS 15 Alr Quality System (#AC1-0005-02), the Vornado AQS

35 Air Quality System (FAC1-0001-02), the Vomade AQS 35 Alr Quality System (RACI-0002-
' -

oL

01 and #4035-7081). Exh, 5
11.  Oninformation and belief, fans are assigned Harmonized Tanff Schadule No.

3414.51.00, and hesters are assigned Hamnonized Tacf Schedule No, 5516.29 0. .



12.  All of Yomade's products incorporats the distinelive spical grill desipn, ora
portion thereof, except for the Silver Swan oscillating fan, the Traditions oseillating table fan, the
Traditions ascitlating stand fan and the Traditions Heat.

13.  Vomado fans were eginally produced in the 1940°s by the G.A. Sutton
Corporation in Wichita, Kansas, That company ceased production in 1858

14.  Michasl Coup, Vomada's current President and CEO, investigated the possibility
of manufzctuning a new product based on the onginal Vomado models. Exh. 3 a& Tab D,

15.  In QOctober 1984, Tir, Coup contacted Richard Ten Evcle Aszociates, Ttd. of
Wichita, the Frst desipners of the orizinal Vornado fans. I, Coun abtained market pagearch fo
determune the size of the fan market.

16.  The Ten Eyck company produced drawings of numerous prill designs, but br.
Caoup choose the spiral grill stoucture, because it visuaily represented air movement.

17.  Also, Mr. Coup believed that a spiral grill siructure helped to identify Vomade's
product, bacause he considered the spieal’s visual image saugpestive of 3 switling cffect one
would associate with “Vomado™ -- 4 name derived from “vartex” and “tamado.”

[8.  By.the winter of 1986-87 a prototype fan had been produced and suffiefent market
research had been eccomplished to cenvince Mr, Coup that such a product would be vizble. A

business plan was developed, and Yornado was formally incorporated in Avgust of 1987, Bxh. 3

L

i —
==

at Tab D.
19,  In 1988, $500,000 was peivately raised to begin operations for Vemada. Also, in
1982, after production tooling and marketing plans wers completed, vendors were selected and

test production hopan.



),  The fiest sales and shipment of Vomado fans ineluding the spiral grill destgn
occurred in November of 1988,

21. Vomado cumrently prices its fans o appeal o both the high end and fower end of
retail and outlet markets. For example, Vomado fans range in retail price ffom approximately
$39 for the small spiral geill fan to $129 for the farge spiral grill air cireulator, -

22.  Vomado has spent considerable time and effort adverising and touting its
distinctive spiral grill design, the "ATR TENSITY" gull, as an indicater of souree so that
consumers will associate the eill design with Vomado. The spiral grill design is not onty nsed
on most of its products, but it is alse touted in Vornado's brochures and promotional material,
and 5 used {n other ways, such as on Vornado's emplovee’s business cards, on shipping
contziners, product boxes, stationary and on is Internef web site. Exh. 3 at TabD.

23, Vomado's larget customers include high-end retail stores iike hiacy's,
Blaomingdate's, and Dillards, a5 well as lowe-end discount stores such as Bradlee’s and Costeo
Warehouse Chubs.

HI. EBROFOSLD RESPONDENTS

2. Oninformmation and belief, Holmes Products Corp. (Helmes US.A ) isa

Massachtzetts corporation, with its headaquarters at 232 Fortune Blvd., Milford, MA G1757.

Holmes U.5.4. {5 believed to be the parent company of the Holmes's companies identified in
: .

[ S—
m~—

paragraphs 24 - 20.

25, ©On infoonation and behief, Holmes Products {Far Bast) Lid., a subsiﬁiar:,r of
Holmes U5 A, and is marketing divigion, is a corparation existing under the laws of Hong
¥ong. Holmes Produects (Far BEast) Ltd."s address is o Flogr, Mo. @ Wing Hong St., Cheung Sha

Wan, Kowloon, Hung ¥ong.
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26. O information and belief, Holmes Products (Far Bast Lid.) - Taiwan Branch, a
corpotation of the Republic of China and a subsidiary of Holmes U.S.A. and Design Division, is
responsible for Holmes' imports and expoits. Holmes Products (Far East Ltd.) - Taiwan Branch
address is 13F-2, 97 Chung Hsin Read, Section 4, Sanchung City, Taipet, Haein, Taiwan,
Republic of China,

¥7.  The Holmes companies are named as Respondents because on information and
betief, each plays an integral part in the manufacture, importation, distribation, sale and
promation of Holmes's products in the United States, including its electrie fans, leaters,
hurmmidifiers, air eleaners, delmmidifiers, and related accessories. In panicuiar; ag part of 1t5
electric fan product ling, Holmes imports o the United States from China', & ducted fan kmown |
as the BLIZZARD fan, Modet # HAOP-20, Physical Exh. C. This fan, distributed znd s0ld by
Holmnes in the Unitgd States, infringes the Re. 551 patent, and separately inﬁingcs': Voenado's
trade dress nghts by employing a spimllgﬁjl design that copies and jmitates Vemnade's distinctive
trade dress spiral image.

28, Oninformabion and belief, Holmes also manufactures in China, imports to the
United States, distributes, promotes and seils products other than the BLIZZARE ducted fan,
that include 2 spiral zril) desfgn. Among such other products ars Holmes' Power Heater HEFH
298 (Physical Exh. D) and H(:In:l_es;?edmum Heater HFH 209, Physical Exh, E.

2%, Ominformation anﬁm;ﬁﬂf. Holmes manufactures its products in Chins:l, mcluding

the infringing BLIZZARD fan and the infringing Power Heater and Bedroam Heater, where the

company “owns and operates twa very large factories in the Guangdong pmvin&: n China-a

! 5ot information and belief, Holmes cither imports {ts ducted fans, spiral gritled fans and spicak prill
Eiealers of compansits thereef into the United States ar sells them {or impertation inte the Tnited Siatss.

14
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cornbined campus totaling almost 300,000 =q. fi. and housing more than 5,000 employees.”™ Exh,
3 at Tab C,

30, Oninformation and belief, Holmes owns and operates ane of the largest seasanal
appHance fectaries ip the world and has offices in Boston, Londen, Toronto, Taiwan and Hong
¥ong. Exh. 3 at Tab C .

31.  Oniis Intermet web site, Holmes boests the highest compound annual prowih mate
i1 the appliance business between the years 1993 and 1996, Exh, 3 at Tab C.

32.  Holmes also claims that it matntains #1 market share in its four mejor categories
{l.e., heaters, fans, hurnidifiers, air purifiers). Exh. 3 at Tab C.

13, On inforroation and belief, Hobmes ofives a comprehensive line of heaters, fane, ]
hurnidifiers, air purifiers, and distributes product through alt major retail channels in the United
Srates, with a patticular strength in the mass merchant and Dio-It-YourselfHardware retailers.
For example, Holmes distributes iis peoducts, incloding its.inﬁinging BLIZZARD fan, through
retaifors such as: Wal-Mart; Fmart; Target; Sears; Bed,; Bath & He:,m'nd; Staples; Office Depot;
Home Place, amang others. Exh, 3 at Tab O; Bxh. & Confidentiai Exh. 21,

34.  Globally, Holmes' products are distributed throughout the United States, Eurﬂp__e,

in the Pacific Rim, the Middle East and South America under the Holmes' brand as well as

OEM, Exh, 3 at Tabh
: - i

— .l

15, On inFormation and belief. Holmes advertizes its fans and beaters in the United
States through a nomber of mediums, including but not limited to the Internet, television (QVC

Metworlk}, brochuces, newspapers, magazines, and trade shows, Bxh. 3 at Tab B; Exh. 7.

li
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36, Holmes' fans, incheding its infinging BEIZZARD fan, are priced in retail stores
at shout $20-330. Holmes' Power Heater ret:ail.s for about $20.00; Holmes' Bedroom Heater
retails for about 540.00. Exh. 3 at Tab C; Exh. 7,

37, Oninformation and belief, Holmes derives substantial revenues Fom sales of fans
and heatets,

IV. THEHOLMES AND YORMNADO PRODUCTS AT ISSUE

38, Holmes and Vomade both manufachre products, including fans and heaters,
which include a_spiral gritl strustiee. Physical Exbs. A-E.

19,  Some of {hese fzns ave ducted, A fan is considerad to be a “ducted fan™ ifit
inchudes ont ot more ducted portions that collimate air fowing through the fan to create 2n air |
Bow that projects a distance further than produced by 2 non-ducted fan.

40, Consumers prefer Bans that offectively move air, fans that are safe and fans that
petemit easy Bocess tp the fan blades and motor so thot the fans can be cleaned and repaired.

41.  Vornade is s innovative designer of ducted and non-ducted fans fhat ars safe and
permmit easy 4coess to the interor For cleaning and repairing,

42.  Vorpado's fan design also permits the front gnill and the inner cowling to be
casily removed, Insams cases this is permilted by deflecting four tabs positioned about the -
periphery of the outer cowling. Phgfical Exhﬂ.ﬁ and Exh.1 at ¢ol. 1, lines 26-40. The four tabs
can be deflected by finger prcﬁsurﬁluwing the frant grill and ipner cowling to be separated
from the fan structuce. Exh. 1 2t cob. 2, lines 3-7. The remoto positioning of the tabs requires 2t
least bwo separate hand operations to disengage the front grill and inner cowling fram the fan

structure, satisfying at least 2 second safely requirement for fan designs. Exh 1 at col. 3, lines 7-

0. Vomado's 6040 and 700 series fana require a tool to remove the inner cowling. Once (be Frant

B2



pritl and inner cowling are removed, the consumer has ascess to the intertor of the fan, which is
desirable should the fan require cleaning and repairing.

43, The overall configuration of Yormade's fan, including its innovative spiral grill
design, is distipctive and acts 23 a source identifier for a wide spectrum of Yomado's produets.

VY. THE PATENT AT ISSUE

44,  TheRe ‘551 patent is entitled “Ducted Fan,” a certified copy of which is attached
to this complaint as Exb. 1. The Re. *551 patent issued on Febuary 22, 1994, and iz a Refssue
Patent of 1.5, Patent Mo, 4,927,324 (“the “324 patent")Exh. 8), which was sumrendered upon the
erant of the e, *331 patent.

45,  The Re. ‘551 patent logally issued to the inventors, Michael C. Coup, Gary F.
Tsrael, Glen W. Ediger, and Donald J. Moore, Exh. 1

448, The "324 patent was assigned ta Varmado on Japuary &, 1939, ag evidenced by the
Assignment recorded with the United States Patent and Trademark Cfies ("TFSFTO™) on
Tanuary EI*, 1989, at Reel 5017, Frames 458-459. A certified copy of the Assighment is aftached
a5 Exh. 2.

47.  The reizsue application, serial no. 07/285,320, was filed on May 21, 1952, within
two years of issuance of the *324 patent. The application that matured into the *324 patent, ssrial
no. 08/294,780, was filed on Januacy 9, 1989, ane issied on May 22, 1990. Accordingly, the Re.
*551 patent will expire on J anuaw?ﬂl]ﬂg.

48. A certified copy and three additional copies of the file history for the Re. "351
patent (together with the references cited by the Examiner during prosecution of that application)

acenmpany this complaiat as Appendix A. A certified copy and theer additional capies of the

13



file history of the parent *324 patent {together with the references cited by the Examiner duormg
pmsécuﬁun of that application) accompany this complaint 22 Appendix B.

49,  OF the twenty-four claims in the Re, *551 patent, independent claims 13, 21, and
22 are most pertinent to Holmes™ ducted ELEEP.ED fan. In peaeral, all three elaims ecite 2
base member including a mater aid a bladed propeller (or impelier). Each of the claims recites a
duet positioned upstream or behind the bladed propeller. The claims also recite an outer cowling
connected to the duct and tequire and an itiner cowling remavably conneeted to the fan stnostute,
Claims 15 and 22 recite additional elements such a= a prill at the discharge end of the inner
cowling_ All these claims as.wetl a5 dependent claims 16-20 and claim 24 are infiinged by the
Hoimes BLIZZARD fan.

50, A claim chart showing haw claims 15-24 read on Holmes' ducied BLIZZARD
fan accompanies this complaint as Exhibit 4. That claim chart i3 accompanied by ?aculuﬁzﬂd
comparison betweer the clain language, Holmes' infinging BLIZZARD fan, and Vomada™s
coramercial fan, which is covered by the Re, 551 patent.

51, Yordkado did not file any foreign counterpart applications for the Re, *551 patent,
Vomado elzo did not file any foreign counterpart applications for the *324 patent.

32. Vornado granted a non-exclusive license under the Re. *551 patent as partof a
settlement of & lawsuit iflitiatcd En%ﬂ:r the ‘324 patent agafnst Pavton Electric Co. Inc. See pg. 13,
paragraph B9 infra. On infﬁnuati;'s:and belief, Patton is no longer producing any such licensed

fans, Confidential Exh. 9.

14
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V1. INFRINGEMENT OF VOENADQ’S Re. °551 PATENT

53,  During the past several months, Vomado has become aware of the activities of
Helmes and its infriingement of Be. '351 patent. Holmes' docted BLIZZARD fan, infringes at
least claims 15-24 of the Be. “551 patent, literally or under the doctrine of equivalents, Exh. 4.

54,  Opinformation and belief, Hotmes showed the BLIZZARTD fan 1 ceetain of its
customers at the January 1999 Chicage Heusewares Show and began distribution of this fan in
the Untted States in spring 1995,

5a. (tn information and belief, Holmes again displayed the BLIZZARD fan in August
1999 at the Clﬁcagﬂ Hardwars Show,

56. A physical sample of Holmes' BLIZZARD fan scconipanies this complaint and is
identified as Complainant's Physical Exhibit C. This exhibit was obtained at The Home Place
gtore located in Alexandns, Virginia., Exh. 3 at Tab A.

57. Holmes sells the Infringing BLIZZARD fin nationwide through retatlers such as
Wal-Mart, Kmart, Target, Sears, Bed, Bath & Beyond, the Home Plage, “do it yourself chaing,”
drugstores, and hardware storss, Holmes' own web site states: "Holmes offers a eomprehensive
line of heaters, fans, hwmidifiers, air purifiers, and air dismbution praducts through a2l major
retail channels in the United States, with particular strcngtﬁ i the mass merchant and
DY Hardware retaiters.l“ Exlt. 3_ aL Tab C,

VIL ‘_‘_I'TIE TRADE DRESS AT ISSUE

%8, SBince 1988, and fong prior to the acts of Holmes complamed of herein, Vormado
has mantifactitred, marketed and sold in the United States its produets, having s distinetive spiral
grill desipn. Complainant's Physical Exbibit ..'!-.., (hat accompantes this complaint, is Vornads's

330 model fan or compact #ir cimculator.

15



52,  The style and design of fts innovative spiral geill is arbitrary, fanciful, legally noa-
functional and distinetive and, as a result, serves to distinguish Yomade's fans from those soid
by its competitors.

650, ﬁn June 30, 1992 the ULE. Patent and Trademark Office ("PTOM) 1ssued
Registration Mo, 1,697,508 for the plain view of Vomado's spiral gl design. Exh. 1.

61.  Although Vornado has continuousty and extensively promoted and used the spiral
grill design to ack as a souree identifier, it expressly abandoned Reg. No. 1,697,508, for the plain
view of its spiral grilf design, due to a lawsuit between Vomade and Duracrall. See fryfra at p.
I8, para. §3. Exh, 1}; Exh. 12,

§2.  Vomedo's express shandonment of the plain view desien registration did not in .
any way interrupt its use of the spiral grill design on its products.

63,  OnNovember 17, 1999, Vormado filed a trademark application to rr.::gistar &t
dirzensional anpled view spiral gnill desizn, Vomado uses this merk axtensiv:aiy on all 1tz
. product packaging, advertising pamphlets and brochures, stationary and business eards. Exh. 13,

64, Vowmado also owns and ﬁses its federally registered trademark, ATRTENSITY,
Reg. No. 2,132,460, for "grills, being parts of pottable electric fans.” Exh. 14.

65,  There are a variety of altemative gﬁll desizns available to Vomado's competitors.

66.  Vomado's spiral g:ij'l_dasign iz promoted extensively in the United States by its
costly natinnai advertising r:a.mpai_lzg:imi includes i85 tse an print advertising, product packaging,
price lists, brochures, and ¢lsewhere. Physieal Exh, F; Exh. 3; Exhu. 13.

67.  Moreover, Yomado consistently uses the actual spirat prill alnngtwith the angled
view desipn on zll of its products, except its Traditions line of products and the Silver Swan fan.

Physical Exh. F.
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53. Since Vamado's creation of the spiral grill in 1987, Vomade has continuously
made a concerted effort to advertise and touk 1t ﬁpirai Evill desipn.

g9, Asaresult of Vomado's extensive advertisement of the spir.al gnll design,
Vomado has reinforced for the consuming public Yomado's assoctation with its spiral grill
design.

70.  Vornado's advertising and promotion of its distingtive spiral grill has caused the
public and consumers to associate that distinctve grill with Vomado and its products.

7l.  Yomedo, through its extensive advedising, has created a teputation for quatity
products, including-fans and heaters, among the public and consurnecs,

72.  As aresuit of Vomado’s extensive advedising of its spiral grill, and in addition te,
the inherent distinetiveness of the spiral grill, Vomado's geill has lso developed secondary
mesning. Thersfors, the public and consumers throughout the nation assaciate the distinctive
prill design with Vornado.

13, Vomado's distinctive spiral grill represents Younado and acts a3 a sourse
indicator. The spival grill desipn alsa serves as a public guarantse of Vomado's EER standards
m guality and represeﬁts the substantial good will of Vomads.

VIO, INFRINGEMENT OF THE TRADE DRESS AT ISSUE

4. Holmesisa cﬂmpeﬁEr of Vomede in thoe sale of electric fans and related seasonal

n
—_——

products, inclading heaters.

75.  On information and belief, since Summer 1999, Holmes has manefactured in
China, imported fnto the United States and marketed, sold and offtred for sale in the United
States, fans and heaters having a confusingly similar spiral grill to that of Vomado®s spiral grill,

Physical Exhs, C-E.
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76.  This similarity crentes a likelthood of confusion between Holmes™ and Vornadoe's
produsts.

77.  There have been dozens of instances of actual confusion ineluding, hut net limited
to: {2} July 5, 1999, Hecht's, in Baltimore, Maryland, retwmed a Holmes' BLIZZARD fan to
Yomado, Exh. 16 (Marchandise Claim Packaging Slip); (b) Avgust 6, 1999, Truserv/Conast to
 Coast, in Aurora, Nebraska, retumed Heolmes' BLIZZARD fan {o Yornado, Exh. 17; {¢) August
25, 1998, Target, in Indianapaldis, Indiana, returmned Holmes' BLIZZARD fan to Vomado, Exh.

18 {"Defective Manifest"); (d) September 8, 1999, GencofTarget, in Indienapolis, Indiana,
wiurned Holmes' BLIZZARD fan to Vornado, Exl. 19 {"Defective Manifest"); (e) Septerber
13,. 1998 Truserw Waters True Yalue, in Salina, Kansas, returmed Hﬂln_ies' BLIZZAERR fan te
Yomado, Exh. 20 t""\-"nmadu Return Authonzation}.

78. By using a confusmely sir_nilar spiral grifl on itz products, Helmes Zt;as wrongfully
risappropriated the good will, roputation and vaiwable distinetive Image of Vomado and its
praducts hlﬂaring its distinctive spiral grill. As a cesult, it is Hkely that Holmes has and will
continue to canfuse the public tnto believing that Holmes® products with a spival gral] are geally
Vomade's products.

79.  Oninformation and behief, like Vorrado, Holmes advertises its infringing

products theoughout the United EtaEs it magazines, newspapers, af frade shows, the Internet, as

Ly

well as through other medivms.

80.  Oninformation and befief, because Holmes and Yomado sell in many of the same
stares, Holmes is targeting many of the same consumers with its infidnging pmd‘Emts that include

the spiral grill. Confidential Exh. 21.
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81.  The acts of Holmes set out above constiiute a false designation of arigin and"
sponsorship of such goods, amonnting to unfaic competition in violation of Vomadao's trade dress
rights under the Lanham Act, 15 ULS.C. §1 125(a).

IX. LITIGATION

82, The Federal Circuit, in Midwest Indus,, Inc. v. Karavan Trailers. Inc., 175 F.3d

1156, 1364, SOULS.F.0.2d 1672, 1678 (Fed. Cir. 1999), recently held that Federal Clreuit law
contrals when determining whether patent law conflicts with other federal statutes of preempts
state law causes of action. Id. at 1673, In so holding, the Federal Circuit overruled, en bang,
prior decisions in which the Federal Cirenit held that regienal eireuit law governs in resolving
such issues. Id.

3.  The Midwest case is relevant to the instant case, because it trumps the Teoth

Cirevsit i Viernado Alr Cireulation Sys., Inc, v. Duracraft Corp., 58 F.3d 1498 (10th Cir. 1995},

See a;sc lowar court decision, Vornado Air Circulation Systems, Ing. v. Duraceaft Corp., 1554

WL 1064319 (D. Kan. Mar. 4, 1994) attached at Bxh. 12.

34.  In Duracraft, following regional law then exisfing, the Tenth Clronit held that the
trade dress claimed by Vomado in its fins” gril] strecture incorperated featares claimed by
Vornada's utility patent (the *324 patent} and, s a resul, those features were necessarily
functional and could not, asa mst:ctqrh of law, be protected by Vomado 2s trade dress. Duraceaft

—

invaived Yomado's ducted fang, which are covered by some of the clazims of the Re. *551 patent.

85.  However, the Federal Cirouit recently questioned the validity of this Tenth Cireuit

L™
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decizion, statinyg that:

The Tenth Cireuit stands slone in holding to the contrary, rling
that trade dress protection is upavailable for a product
configuration that I= chumed in a patent and i2 a2 *described,
stgnificant inventive aspect” of the patented invention, even if the
configuration is nonfunctional.

Midwest Indus., Inc. v. Karavan Trailers, Ine., 175 F.3d 1356, 1364 (Fed, Cir. 19.99} (etnphasis

addecd), _

86.  In particular, Midwest, foltowing Bonito Boats, fuc. v. Thunder Craft Boats, Ine.,

459 TRE. 141, 109 8.0 971, 103 LEA.2d 118, 9 US.P.0.2d 1857 (1989), held that
a product may be entitled to trade dress protection for distinctve,
. nonfunchonal features, even if the produet is, or has been, the
subject of a patent,
d. at 1364,

87,  Accordipely, the Pederal Cirouit’s decision in Midwest strongly suggests that
Vornade's trade dress in its spiral grill is protectable despite the fact that Vomado has patent
rights related to a ducted fan. This s especially o where the spiral grill hers involved does not
cotdain any patentable feature.

88.  The Re. ‘531 patent has not been the subject of any Hiigation, and no other
domestic or foreien cobtt or agency procesding has been inittated, The validity and
cntorceability of the Re. *531 paanhas never heen questioned n court.

2.  Priorto it;s summ;e.'?:ﬁzfora issuance of the Re. *551 patent, the validity and
enforceability of the “324 patent had never been questioned in court, However, the ‘324 patent

S

was the subject of one Hilgation which settled befors tnial.?

* Vomado Air Circuletion Sysierns, Ine. v Patton Blectric Co., Ine., Civl] Action Mo, $E-1322 (0.5, Dist. Kansas);
» Sedtled by aprsement, dotad Ootaker 31, 1391,
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X IMEPORTATION
6o, Holmes BLIZZARD fans and heaters, all contain tabeling stating they are
mamufactured in Ching. Physical Exh. C. Holmes admittedly maintains manufacturing facilities
in the Guanedang provinee in China. Exh.3 at Tab C. Therefore, en inforrnation and belief,
Holmes manufactures the infringing fans and heaters at its Guangdong faciinty in China and then
uelvfilly imports ther into the United States for sale.
X1. DOMESTIC INDUSTRY

A. Significant Dch:Iupmﬁut and dManofacturing Activities Talie Place In fhe
Traited States

91,  Ofthe 19 differant products Vomads now manufactures, two moddels of
ascillating fans, and a small spot heater, none of which include the spiral gritl, and nons of which
include the gatentcd feamres claimed in the Re. '551, are the anly Vomade products made:
averseas. All ather products, including YVomado's air ciretlator’ducted fans, are imade or
ageembled in ﬁndt:fveﬂr, Kansas, U.8.A. Purther, Vomada acquires 85% of its efecttic mMotors
the Ulnited States a5 well as all of its variable speed motors. [n addition, Vornada purchaées
100% of its heating elements from Italy and 100% of its power cords from Cliina.

92.  Vomade's manufacturing, research and developmment, assembly, sales,
distribution, marketing, servicing, warranty work and deafer and customer suppatt all take place
within the United States. -x

93.  Inits corporate offices in Andowvar, Kansas, Vomado's 100 or mere cmployees
utilize expanded and updated production facilities that have about 112,000 squate feet of
available space, and systems w0 produce, service, sell, distribute and design fans, heaters, air

eleaners, humidifiers, and atr circufators.
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94.  From these Bcilities in Andover, Kansas, Vomado conducts research and
development activities assoviated with its business and praducts, with sbout 7,000 square feet
dedicated to that particular Fanction.

B. Yornado's Pevelopment Frocess In The United States

95,  The development and manufacture of Vornade's products can be'broken down
o the following basic processes: 1) product design, 2) development of prototype, 3) prototype
testing, 4) developinent of tooling, and 5) product assembly.

06,  Product design activity involves colteeting information fram Vornade's existing
and projected customer base, completing a produet definition that is bntﬁ desirable and
manufacturable, and the devetopment of the actual design of the pm&uc_t. Product design
inciudes hand and eamnpuier concepualizetion, drawings and layont work.

97,  While Ithesa activitics tequire gome capital equipment, the most erueial
contohutor ta success is the Vomado personmel jnvolved and their ability to define, create and
design a suecessful produst. Vomade personnet located in Wichita, accordingly, make an
invalugble contribution to the production and improvemnent of Voineda's fans, heaters and other
products.

98.  Prototype deﬁlupmcnt involves conception of new ideas, produeing drawings
and/or a physical pmtﬂt}:pﬂ usingdhaﬂdmade. piecas, iﬁjmﬁun—mclding technology or other part
fabricatim_l techniques, and the suhzs':“;.sent assenbling of prototype pacts. Bach of thege
prototyping activitics takes place by Vomado personnel located in Wichita,

99.  Prototype testing takes place in the Andover, Kansas plant. The Emtmypes are
tested for RPM, airflow, power consumed, nioise, temperatures, UL motor requirements and

endurance. The profotypes are examined for fil and finish, prior to meld design.
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100. Once a prototyps has been approved for commercial development, tooking is
manufactured for the product. The taoling for Vomado domestie products i reade in the United
States in smalt shops.

10]. The Vornado products inclide motors, some of which are made in the United
" States by moator manufacaurers and some of which are made in China,

102.  Some of the Vomade products include tubular bases. Those bases are fabricatei]
in Vornado's Andover, ¥ansas shep. Other Vormado parts are made in the United States in small
shops and shipped to Andover, Kanses whera they are assembled, boxed and shipped.

103,  The Silver Swan fan and Traditions fang are manufactured in Ching and shipped
to Vomade's facilities in Andover, Kansas, where they are distributed.

C. Vornado Has Significant Investments in Plant, Equipment, Enginsering, and
Researcl and Development Within ¢he United States.

104. Vomado's principal corperate pffices in Andover, Kansas also house the design,
, testing and business aspects of Vornada®s fans.

105, Vomade has made sipnificant investment in its plant, testing, research and
development, sérvi-::.:'n_g, warranty, mariufactuning and sales facilities.

. Yorpado's Proniotion, Distributien and Ealés Activity [e The United States

106, Vorpads extensively promotes its products throughout the United States,

107.  Specifically, Yormaditinvests 1 significant amount annuatly in advertising its
produets throughout the United States, through the Toternet, television, radio, newspapers,
catalops, nmga:-_;ines, at trade shows, and through word of mouth, Confidential Exh. 6.

108. Revenues from sales of fans are the primary source of revenue for Vomado.
Vomady derives 87% of its revenues fror seles of s products with a spiral grill design with

abaot 50% of its revenues from safes of ducted fans.
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109, Teday, in the United States, Vomado annuatly sells many thousand units of its air

cireulatoriducted fans that ars coverad by Be. '551, amounting to a significant aniount in annial

TEYETILS,

110. Vornado alse sefls muany thonsand units of its products that incorporate its
distinctive spiral grill design, amounting to & substantial amaunt it anual ceverue.

111, Ipaddition to selling products in retail stores, Vomado has recently opened up -

' stores that exclusively sell its own products, including the products at issue in this case. In,

Newvember 1999, Vornadoe opened stores in Sevierville, Tennessee and in Kenosha, Wisconsin.
These two stares each have three employees and approximately 2000 square feet of s-pacé. A
simnilar store is planned {or early 2000 in Riverhead, New York.

112, National distmbution of Vomado's products is provided by hondeeds of accounts
in the United States, repreasenting thovsands of ULS. outets in department, hardwa:;a. specialfy,
warchouse and catalog stores. Confidential Exh, 6.

E. The Threat To The Domestic Indusiry
113. Holmes' great size, its enormous manufacturing capacity, and market clout makes
it easier for Holmes to bock up partners and matket position, aliowing it quickdy 1o achieve
placements and marketing suecesses for which Vomado competes,
114,  Accordingly, Vnrriadh:‘r secks permanent refief excluding soch infinging Holmes's
ducted fans rom entry and sake in Ei‘fﬂnited States.
XH, INJURY

115, DBacauss Holmes has only recentiy introduced the infringing pr&d'ﬁcrs in Umted

States inlerstate commerce, Vernade is unable to quantify the extent of damage to its business.

However, based on the fact that both Holmes and Vornado market and sefl competing products
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in the same f.:harm:ﬂs of trade to the seme custaormers, Holmes threatens to cause substantial injury
to the domestic industry. Some injury has already occuered.

116. For example, until Cetober 1999, both Holmes and Vormado sold their products to
Tarzet. In MNovernber 1999, however, Vornado Jost its sccount to Target, and now Target only
markets and sells Holmes ducted fans having a spiral geill design,

117. Vomnado atzo has lost sales through QVC. QVC has a TV andgg,r’s Special
Value} product which is shown on television repeatedly during the day. In 1998, Vomado fans
were given the TSV slot on nc:_:asicms. In 1999, the Halmes Blizzard fan was given 2 TSV slot
instead of Vomado, On imfaonation and behef, & two-pack of Homes™ Blizzard fans were sold
on VC during the TSV for $35.00. )

118, Attached at Confidential Exhibit 22 is a2 listing of other retail stores that carently
stock and sell both Holmes and Vornade produets,

119,  Accordingly, as Holmes ituportation and sales in the United States of infhinging
produets increases, such action and activity, threaten to eause substantial infury to Vemade's
domestic industry.

XIO. RELIEF SOUGHT

WHEREFORE, by reason of the foregoing, Vomado requests that the United States

International Trade Comfission:

-

3
{a) instiitate an investigation pursuant to scetion 337 of the Tarfff Act of 1930, as

amended, with respect to violations of that geetion by Holmes based upon the importation into
1he United States, the sale for importation, or the sale within the United States after importation
of ducted fans that infringe U.S. Patent Ne. Re. 34,551 as well as any of Holmes' products that

infringe Vomade®s protested rade desss in its distinetive spiral gnil;
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(b}  schedele and conduct a heaning or heznngs on said wnlawful acts and, following
szid hearing or hearings;

fc)  issue permanent excluzion orders excluding entey into the United States of said
impatted ducted fans and produocts incleding a spiral grill and components thereof that infiagpe
said patent and {rade dress; |

{d) - issue permanent ¢ease and desist orders probibiting Holmes fom solling in the'I
United States any of said imparted ducted fans, products including a spiral gefll and components
thereof that infringe sai¢ patent and trade dress; and -

(e} issue such other and further velief as the Commission deems just and proper based
on the facts determined by the investigation and the suthority of the Commiszion,

'PILLSBURY MADISON & SUTRO

Datﬂd:. ”/?'FX il By:, déf"‘/‘-‘{\ﬂf %W

PetedAV. Gowdey

Lymn E. Eccleston

Teffrey D. Karcesld

Lisa A. Dunner

Alterncys for Complainant
VORMNADO AR CIRCULATION
SYSTEMS, INC.

R
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VERIFICATION

I, Micheel C. Coup, am President and Chairman of the Hoard of Vornade Air Cireulation
Systems, Inc. ("Vornado™). [am duly anthorized to sign this complaint on behalf of Vornado. I
have read the complaint and am aware of its contents and to the best af my knowledge,
information and belief, formed after an inquiry reasonable under the clrcumnstances, 1 heseby
r:ertify as follows:

1. This comaplaint is not being presented for any improper purpose, such as to harass
ar o cause Unnecessaty delay or needless increase in the coat of the Ivestigaiion;

2. The elafms and other legal cantentions in the compilaint are warranted by existing
law or by a nonfi{volous argument Enr- the extension, modification, or reversal of existing law or
the establishment of new faw; and

3. The allegations and other factual contentions in the complaint have evidentiary
support or, if specifically so {dentified, are Hkely to have evidentiary support after a reasonable
nppi:rtunity for further investigation ot discovery.

1 declare under penalty of perjury that the foregeing is tnte and correct

Bxecuted on Huve:mher_ 23, 1949%, Wf /’_:,'J

- ;;- *Michael C. Cnup
President and Chairman uf the Board
Vornada Afr Cirenlation Systams, Inc.
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